‘Rept.-98-983

]' . HOUSE OF REPRESENTATIVES Part 1

NIFORM SCIENCE AND TECHNOLOGY RESEARCH AND
. DEVELOPMENT UTILIZATION ACT :

Avucusr 15, 1984.—Ordered to be printed

"FuQua, from the Committee on Science and Technology,
. submitted the following.

REPORT

together with
ADDITIONAL VIEWS

[To accompany. H.R. 5003 which on March 1, 1984, was referred jointly to the
'Committee on the Judiciary and the Committee on Science and Technology)

[Including cost estimate of the Congressional Budget Office]

[To accompany H.R. 5003]

e Committee on Science and Technology, to whom was re-
the bill (H.R. 5003) to establish a uniform Federal system for
gement, protection, and utilization of the results of federally
ored scientific and technological research and development,
d or other purposes, having considered the same, report favor-
thereon with an amendment and recommend that the bill as
ded do pass.
The amendment strikes out all after the enacting clause of the
11;23% 1ﬁlserts a new text which appears in italic type im the re-

That this Act may be cited as the “Uniform Science -and Technology. Research and
elopment Utilization Act”. ’
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TITLE I—-POLICY

FINDINGS

gy, finds and declares that—

FUNCTIONS OF THE FEDERAL COORDINATING COUNCIL ON SCIENCE, ENGINEERING, AND

Skc. 201. (aX1) The Federal Coordinating Council for Science, Enginee
401 of the National Science and Tecl
olicy, Organization, and Priorities Act of 1976 (42 U.S.C. 6651) and reestablished
12039) (hereinafter in this section referred to as the
1all make recommendations to the Director of the Office of Science and Technolt
to the Secretary with regard to uniform policies; guid

echnology (established by section
xecutive Order

olicy (or his designee) and

(1) the United States has recently experienced a decline in industrial innova:
tion and productivity which adversely affects domestic productivity, the rate o
economic growth, the level of employment, the balance of trade, and the attais:

ment of other national goals;

(2) the national support of scientific and technological research and develop-
ment is indispensable to sustained growth and economic stability, gnd itisin
the national interest to maximize the benefits to the public for such investment;

(3) inventions resulting from Government-sponsored research and deyelop
ment constitute a valuable national resource which should be developed in-
manner consistent with the public interest and the equities of the respective

parties; and

(4) there is a need for the establishment and implementation of a flexibl
Government-wide policy to increase the utilization of the results of Govern
ment-sponsored research and development, and this policy should promote th
progress of science and the useful arts, encourage the efficient commercial utili
zation of technological developments and discoveries, guarantee the protectio
of the public interest in the United States and foreign countries, and recognize

the equities of the contracting parties.

TITLE I—IMPLEMENTATION

TECHNOLOGY

nes, and practices to carry out the provisions of this Act.

(2) For the purpose of assuring effective man: 1
inded inventions, the Secretary of Commerce shall chair a corr > (
il to formulate the recommendations required by this subsection. Such commi
hall also include but not be limited to representatives of each Federal agency
ch and development program. When adopted by the Director

. j ar
o vecomm es through appropriaté

uch recommendations shall be transmitted to Federal agenci

hannels, including those provided in section 202(6).

() In order to carry out the responsibilities set forth in subsection (a),
nay— :

“Council

ement of Government-owned?
mmittee of the Co

the Coun

(1) acquire data and reports from Federal agencies on the interpretation an
implementation of this Act and related policies, regulations, and practices;
(2) review Federal agency implementation of the provisions of this Act;
(3) analyze, on a continuing basis, data acquired by the Council;
(4) consider problems and developments in the fields of inventions, patents
and matters connected therewith and the impact thereof on Government policy
or uniform accommodation or implementation by Federal agencies; and
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(8) publish annually a repoirt. on. Counell efforts, findings, and recommenda-
tions made under this section, which-report shall include—
: (A) relevant statistical data regarding the disposition of subject invention
* disclosures - resulting from Government-sponsored . research and develop-
ment; including these inventions disclosed by small businesses and nenprof-
it organizations; ) )
(B) any recommendations for changes in law to better achieve the pur-
poses of this Act; and
(C) an analysis of Federal policies related to this Act.

FUNCTIONS OF Tnng SECRETARY OF COMMERCE

- §ac. 202. For the purpose of assuring the effective management of Government-
wed inventions, the Secretary—

(1) may assist Federal agency efforts to promote the licensing and utilization
of Government-owned inventions;

2) may assist Federal agencies in seeking and maintaining protection on in-
ntions in foreign countries, including the payment of fees and costs connected
therewith;

(3) may consult with and advise Federal agencies as to areas of science and
hnology research and development with potential for commercial utilization;
'{4) may publish notification of all Government-owned inventions that are
available for licensing or assignment;

5) may evaluate inventions referred to him by Federal agencies, and patent
applications filed thereon, in order to identify those inventions with the great-
et commercial potential and to insure promotion and utilization by the public
inventions so identified; and .

{6) may initiate regulations and revisions thereof which shall be promulgated
B¥ the Director of the Office of Management and Budget after full consideration
of agency and public comments.

TITLE II—ALLOCATION OF RIGHTS

RIGHTS OF THE GOVERNMENT AND THE CONTRACTOR

. 301. (a) Subject to subsection (c) and to section 303, each contractor may elect
tetain worldwide title to any subject invention. Where not in violation of existing
b isties or laws of the United States, a Federal agency may, at the time of contract-
g, limit or eliminate this right, place additional restrictions or conditions in the
watract that go beyond those set forth in subsection (c), expand the rights of the
Government to license or sublicense, or alter or eliminate the contractor’s right
‘tider subsection (c)(7), but only if— ) :

(1) it is determined by a Government authority which is authorized by statute
or Executive order to conduct foreign intelligence or counterintelligence activi-
ties that this is necessary to protect the security of such activities;

riﬁg, lan (2) the contractor is not located in the United States or does not have a place
chno

of buginess located in the United States, is a foreign government, or is subject to
the control of a foreign government;
(3) the contract is related to or associated with an international treaty, agree-
“ment, memorandum of understanding, or other arrangement with a foreign gov-
ernment including (but not limited to) agreements of cooperation in science and
technology and military agreements related to weapons development or produc-
on, and it is determined by the agency that rights in the Government in any
-subject inventions beyond the license right provided in subsection (cX3) are nec-
#ssary for the agency to fulfill its obligations under the international treaty,
‘agreement, memorandum of understanding, or arrangement;
(4) the agency determines, on a case by case basis, that there are exceptional
-tircumstances requiring such action; or
"/ (6) the-contract includes the operation of a Government-owned, contractor-op-
~erated facility of the Department of Energy primarily dedicated to that Depart-
ment's naval nuclear propulsion or weapons related programs; however, all con-
actual limitations under this subparagraph on the contractor’s right to elect
title to a subject invention are limited to inventions occurring under the above
two c;;:‘ograms of the Department of Energy.
b) Each determination made by a Federal agency under subsection (a) shall be in
tmﬁ, and copies of those made under subsections (a)(4) and (a)5) shall be filed
th the Federal Coordinating Council for Science, Engineering, and Technology. In
case of a determination under subsection (a)(4) or (a)(5), the statement shall in.






° (

A r(lz()erﬁl:; term “Government” means the Government of the United States of
(3 the term “Federal agency” means an E 3 1
. ] xecutive agency (as defined in sec-
tion 105 of title 5, United States Code), and the mili
t ) . e military d
mac)ecttll)ontéoz qf title 5, United States bode); £y depariments {as defined
N e term “small business firm” means a small business concer v
. : ; n as defined
in section 2 of the Small Business Act (156 U.S.C. 632) and implementing regula-
tmrgs of the Adr‘pmlstrator of the Small Business Administration;
f(h)' t}}:e term “nonprofit organization” means a university or other institution
of b }11g fr education or an organization of the type described in section 501(c)3)
gOl(a? or;tgflx;ﬁl goeg:nue Code of 195%~ t;and exenfl_pt from taxation under section
A , or any nonprofit, scientific, or education: anizati
qu(%l)lft’xﬁd utender‘ a Sttate qonptoﬁt organization statute; cational orgunization
e term “con ract’” means any contract, grant, or cooperative eement
,:}rllte'red into between a Federal agency (other than the Tegnessee \a;gfley Au-
. ﬂrltyl)1 and any person other than a small business firm or nonprofit organiza-
tion t:avl ere a purpose of the contract is the conduct of experimental, develop-
n}en , or research work; and such term includes any assignment, substitution
of parties, or subcontract of any tier entered into or executed for the conduct of
experu?ental, developmental, or research work in connection with the perform-
_ v:‘n}celo that contract; but does not mean any work-for-others agreement or
ngt y sponsored research arrangement entered into between a private entity
: an7 the operato‘l" of a Gove}‘,nment-owned contractor-operated facility;

_ ag(e x1cthenf)e;m fk%ontract'or _means any person or entity (other than a Federal
agenc ayét; profit organization, or small business ﬁrm) which is a party to a
(8) the term ““Secretary” means the Secretary of C ; . .

(9) the term “Director’” means the Directo yf “Office of Sci
nO(lfg)ytEOIitzy, o et r of the Office of Science and Tech-
| e term “invention” means any invention or discovery which is
gﬁypﬁzi?l;age' ;tr otfhelrwitse };:.rol:ectable under title 35, Unit(ii states1 C?xriem ?))r,
variety of plant which is or may be ‘ari-
et{lfl’)rotii?ction R U B g0 o o I y be protectable under the Plant Vari
e term ‘“‘subject invention” means any invention of a contract
( ans. or con-
cen;ed or first actually reduced to practice in the performance of work under a
goxze ragtzi except that in the case of a sexually propagated variety of plant the
ti?)n Xct ?';eﬁmsugtlzoﬂ) 1(%5 defined in section 41(d) of the Plant Variety Protec-
foriréance; .S.C. (d))) must also occur during the period of contract per-
(12) the term “practical application” with res i i
: 1 \ pect to any invention means th
manufagture (in the case of a composition or product), prz)a,ctice (in the caslzas of z
process ‘or method), or operation (in the case of a machine or system) of such
ipvt(alntlon under such conditions as to establish that the invention is being uti-
rlezgul:ggn:hztv ;ﬁ l};(laniﬁt:hare, l1;<l> the extent permitted by law or Government
L A X able to the publi
hc(el%?lnf e public on reasonable terms or through »reasonable
: the term “antitrust law” means the laws included withi ition ¢
e term la : cluded within the definition of
A an?end::(ril; antitrust laws” in section 1 of the Clayton Act (15 U.S.C. 12), as
(14) the term “background patent” means a d i i
: : pate omestic patent coveri in-
ention or a discovery (A) which is not a subject inventi(l))n, (B) which r:g :;nl:d
“Or gorétrollgd by the contractor at any time through completion of the contract.
- and (C) which the contractor but not the Government has the right to license to
"Pt}(lfsr)s g}lth&ut oblgatlon to pay royalties thereon; '
e i 2 E ’ : . - '
. :Disfé‘icthof Coxiﬁlmbiar;nted States” includes the territories, possessions, and the
~(16) the term “inventor” with regard to a subj i i
) ) ) h ject invention me:
who is or will be listed as an inventor on the patent for said invéexrllstiﬁnpg}ign
ﬁl?d'l )mﬂtlhe t’Jéfn1':(351(}States Patent and Trademark Office; and "
{ e term “Government-owned, contractor- : ility” i
federally funded research and development cencé;g)erated facility mcludgs al

license to a responsible applicant or applicants, upon terms reasonable under the §:
circumstances, if the head of the agency (or his designee) determines that such ¥
action is necessary—
(1) because the contractor, inventor, assignes, or lieensee has not taken, or is §
not expected to take within a reasonable time, effective steps to achieve the .
practical application of the subject invention; G
(2) to alleviate serious health or safety needs which are not reasonably satis:
fied by the contractor, inventor, assignee, or licensee; or
“(3) to meet requirements for public use specified by Federal regulation which
are not reasonably satisfied by the contractor, inventor, assignee, or licensee:
(bX1) A determination made pursuant to this section or section 301{a)4) shall no
be subject to the Contract Disputes Act {41 U.S.C. 601 et seq.). r
(2) An administrative appeals procedure shall be established by regulations pr
mulgated under section 202(6). :
(3) Any contractor, inventor, assignee, or exclusive licensee adversely affected bya .}
determination under this section or section 301(a)(4) may, at any time within six
days after the determination is issued— :
(A) file an appeal under the appeals procedure established pursuant to parg
graph (2), or ‘
(B) file a petition in the United States Claims Court which shall have jurisdic:
tion to determine the matter de novo and to affirm, reverse, or modify, as ap- ¥
propriate, the determination of the Federal agency. i
(4) In cases described in paragraphs (1) and (3) of subsection (a), the agency's dé-
termination shall be held in abeyance pending the exhaustion of any appeal or peti
tion described in paragraph (). wo
(cX1) Minimum standards for the commercialization of inventions by contractors &
and inventors shall be established by regulations promulgated under section 202(6).
(2) If the head of an agency (or his designee) determines, on the basis of informa--§
tion contained in the report required to be filed with the agency by a contractor of ¥
inventor under section 301(c)4), that such contractor or inventor has failed to meet
the minimum standards prescribed pursuant to paragraph (1) and the invention has
potential commercial value, such agency head (or designee) shall refer interested §
parties to the patent holder of such invention through the licensing program of such ¥
agency or the National Technology Information Service. :

. ) BACKGROUND RIGHTS e

Skc. 304. (a) Nothing contained in this Act shall be construed to deprive the owner §

of any background patent of such rights as the owner may have under such patent. §

(b) No contract shall contain a provision allowing a Federal agency to require ph
licensing to third parties of inventions owned by the contractor that are not subject
inventions unless such provision has been approved, and a written justification has
been signed, by the head of the agency (or his designee). Any such provision shalt)
clearly state whether the licensing may be required in connection with the practice
of a subject invention, a specifically identified work object, or both. The head of i
agency may not delegate the authority to approve such provisions or to sign the é‘::
tification required for such provisions to a program level lower than Assistant Sec;
retary in the case of a Department or Assistant Administrator or comparable offi:

- cial in the case of ary other agency. o o . :

(¢) A Federal agency shall not require the licensing of third parties under an
such provision unless the head of the agency (or his designee who is responsible fo
the program and who holds as a minimum the rank of Assistant Secretary, Assist
ant Administrator, or its equivalent) determines that the use of the invention}
others is necessary for the practice of a subject invention or for use of a work obje
of the contract and that such action is necessary to achi
of the subject invention or work object. Any such determination shall be on:{!
record after an opportunity for an agency hearing in which the contractor has !
right to participate and the contractor shall be given prompt notification of thede
termination by certified or registered mail.

-- TITLE IV—MISCELLANEOUS

DEFINITIONS

Sgc. 401, As used in this Act (other than in section 402)— ) .
(1) the term ‘“‘person” means any person as defined in section 1 of title}, ¥ -

United States Code;

AMENDMENTS TO OTHER ACTS

Sec. 402. The following Acts are hereby amended as follows:

(1) Section 205(a) of the Act of August 14, 1 ;
_is amended by striking out the last sg:rftenc,e. M8 (7 USC. 1624(a); 60 Stat. 1090)
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(2) Section 501(c) of the Federal Coal Mine Health and Safety Act of 1969 (30§ - - 9
U.8.C. 951(c); 83 Stat. 742) is amended by striking out the last sentence. e
(3) Section 106(c) of the National Traffic and Motor Vehicle Safety Act of 1965 ¢
(15 U.S.C. 1395(c); 80 Stat. 721) is repealed. :
(4) Section 12(a) of the National Science Foundation Act of 1950 (42 U.SC
1871(a); 82 Stat. 360) is repealed. '
(5) Section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 2182; 68 Stat. 943
is repealed; except that such section shall continue to be effective with respect
to (A) any application for a patent in which the statement under oath referred ;
to in such section has been filed or requested to be filed by the Commissioner of ¥
Patents and Trademarks prior to the effective date of this Act, and (B) any i
right retained by the Government under sections 301(a)4) and (5) of this-Act
(6) The National Aervnautics and Space Act of 1958 (42 U.8.C. 2451 et seq;
Stat. 426) is amended—
.(A) by striking out section 305 (42 U.8.C. 2457); except that subsections (¢}
" (d), and (e) of such section shall continue to be effective with respect to any
application for patents in which the written statement referred to in sub:
section (c) of such section has been filed or requested to be filed by the Com:
. missioner of Patents and Trademarks prior to the effective date of this Act;"
(B) by striking out ‘“(as defined by section 305)” in section 306(a)
US.C. 2458(a)), and by striking out “the Inventions and Contributions
Board established under section 305 of this Act” in such section and insert-
ing in lieu thereof “an Invention and Contributions Board which shall be
established by the Administrator within the Administration”’
(C) by adding at the end of section 203(c) (42 U.S.C. 2473(c)) the follo
new paragraph: o
“(14) to provide effective contractual provisions for the prompt and effectiv
reporting of the results of the activities of the Administration, ‘including fufl
and complete technical reporting of any invention, discovery, improvement, ot
innovation which may be made in the performance of any work under any cop-
tract of the Administration, whether or not patentable under title 35, United:

States Code."”; L
(D) by adding at the end of section 203 (42 U.S.C. 2473) the following n ;

. subsection: o
“(d) For the purposes of chapter 17 of title 35, United States Code, the Adminis

tration shall be considered a defense agency of the United States.”; qnd
(E) by adding at the end of title III the following new section:

“Xbmmsma’mon TREA'
TED AS/DEFENSE AGENCY FOR PURPO!
SES OF

INVENTIONS”, : seongcy or

nsumer Product Safety Act (15 U.S.C. 2054(d); 88

(12) Section 5(d) of th
.- Btat. 1211) is repealed. 7

+.(18) Secti il 5, '
o 1on 3 of the/Act.of April 5, 1944 (30 US.C. 328; 58 Stat. 191) is re-

(14XA) Section 80 i i :
o0 Sk 2829)li(;nr eal(gf.;) of the Solid Waste Disposal ‘Act (42 U.S.C. 6981(cX3y;

(B) Section 8004(c)(2) of such Act is amended by striking out “notwithstanding

18 of title 35, United States Code, i

r  title 35, , Is amended— :
%6 !(nAt%;,b’y; msertu:ig » but does not mean any work-for-others agreement or
Jolnts ;:g(r)x:o;"eld txile:%a;g; tgrra;ageglent entered into between a private
‘ ity per : r of a Governmentow

. facilit immediately before the period at the -erﬁ?fn:gét(i:g: tzrgf(th(’))x:-operated

dil(i(tglg' after;;gitle” in section 201(d);
o Y inserting “, except that in the case of a sexuall i
gfa?il:{lt’Pz}:)ie d:_be of determination (as defined in sectignpzclj(gsg:; et(}ixg %1:;{
Variety rotection Act (7 US.C. 2401(d)) must also occur during the period
(Do)n_ raci performance immediately after “agreement’” in secti ggn
?)sgctmn 20(12(3)- section 201(e); .
(1) by amending clause (i) to read as follows: “(i) wh
. nend : : en th
;gcr;tgdloiflati(i ltrjlnti}tlstS?;ttzd States or does not have a placeeo%oglﬁg?ncz::
er?ment,”; he | S or is subject to the control of a foreign gov-
ii) by striking out “or (iii)” and inserting in Jj
. (i) by s ( serting in lieu thereof th -
:;rlxlg.i nt,,e(lr:lll)i t‘i‘:)};f;l i&:at;t;nigxri agreetment is related to or-a::ocfiaiéfiogz&
ther arrammey (reaty, o fof:ilen » memorandum of understanding, or
ed to) agreements of cooperatioini 5 scionce and taang (but not imit-
‘ : n science and technolo - mili
agreements relating to weapons development or produc(:gignm'alxlllélllg‘ta l;g

‘‘USE OF PATENTED INVENTIONS

“Sgc. 311. (a) Any object intended for launch, launched, or assembled in oufe
space shall be considered a vehicle for purpose of section 272 of title 35, Uni
States Code (35 U.S.C. 272). L

“(b) The use or manufacture of any patented invention incorporated in 4 spa
vehicle launched by the United States Government for a person other than’
United States shall not be considered to be a use or manufacture by or fo
United States within the meaning of section 1498(a) of title 28, United States (t
(28 U.S.C. 1498(a)), unless fthe Administration gives an express authorization o nation shall be subject to section 203(d)
sent for such use or manufacture.”. - e s . .

, (D) Section 6 of the Act of July 7, 1960 (30 U.S.C. 666; 74 Stat. 337) is am “?d@:tn%? o e °¥%€1§fa¥"2g?§$%‘:°§r2‘i*;g.g;mentthand Budget has deter-
striking out the first sentence. n it § : : utilizin e authorit AR
%(®) Section 4 of the Helium Act (50 U.S.C. 167b; 74 Stat. 920) is amend  ohon anner that is contrary to the policies and objectives of éiﬁfcﬁiiff‘;’;‘
striking out all after “utilization” and inserting in lieu thereof a period. * % nder section 206 which establish policies, proce:
(9) Section 32 of fihe Arms Control and Disarmament Act (22 U.S.C. 259 ¢ authorities of that sactio.. ot .
Stat. 634) is repealed. i . -
(10) Section 1éOZ(e) of the Appalachian Regional Development Act of 1§ followg:by amending paragraphs (1), (2), and (3) of section 202(c) to read as
U.S.C. App. 302(e); 19 Stat. 5) is repealed.
(11XA) The text of section 9 of the Federal Nonnuclear Energy Research 4
Development Act of 1974 (42 U.S.C. 5908; 88 Stat. 1887) is amended to read
follows: ;

© “Sgc. 9. The Administration shall be considered a defense agency of the U

States for purposes of chapter 17 of title 35, United States Code.”

(B) The heading of such section 9 is amended to read as follows:

or {v)”,
= (E) by adding at the end of sect; ;
: ] ction 202(b) the followi :
(4 iv.e:hsfc:}:xigragtor believes that a determination is contrzsarl;l %on&vg gﬁlriiig:: 21111%
: chapter or constitutes an abuse of discretion by the agency, the

‘iﬁlr)agi;eqﬁ?m:lnt that the contractor disclose each subject invention to th
ntractorg F er; lagency within a reasonable time after it becomes known te
hnaract Fegegtinéxgveﬁsrizr;s;ble for the administration of patent. matters ang
g‘s(ezt)iko h Within such poen may receive title to any subject invention not dis-
y requirement that the contractor make a wri ecti

i itten elect: ithi 5
\ m et'iilg;l:ilg;‘ tg t:le Federal .agency (or such additional tixlx?: a“g trl:: 2b);ears
T ey the e?t c:rt t;gency) whether the contractor will retain title t{) a sﬁg
oo oy tion, € thg A at (A) in any. case where publication, on sale or public
| ne year statutory period in which valid patent }Jrotection
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can still be obtained in the United States, the period for election may be short: . o L . .
ened by the Federal agency to a date that is noxz more than 60 days prior to the ¥ . ‘() In making determinations under paragraph (1XA) of this subsection, the
end of the statutory period, and (B) the Federal Government may receive title §i. agencx‘shall consider at-least the following objectives: ‘
to any subject invention in which the contractor does not elect to retain rights-§ . = “(A) Encouraging the wide availability to the public of the benefits of Govern-
or fails to elect rights within such time. 5, m?‘nt-sponsoregl research and development in the shortest practicable time.
“3) A requirement that a contractor electing rights in a subject invention g - - (B) Prognotmg the commercial utilization of inventions made under Govern-
agrees to file a patent application prior to any statutory bar date that may §~ " ment funding agreements. . ) ) i
occur under this title due to publication, on sale, or public use, and shall there (C) Encouraging participation by highly qualified private persons in Govern-
after file corresponding patent applications in other countries in which ii.J& . ment-sponsored research and development programs.
wishes to retain title within reasonable times, and that the Federal Govern: . (D) Fostering competition and preventing the creation or maintenance of sit-
ment may receive title to any subject inventions in the United States or other uations inconsistent with-the antitrust laws.”; ‘
countries in which the contractor has not filed patent applications on the sub- (K) by adding at the-end of section 203 the following new sentences:
ject invention within such times.”; and .- J A determination pursuant to this section or section 202(b)(1) shall not be subject to
(ii) by amending paragraph (4) of section 202(c) by inserting ‘“(A)” after §. the Contract Disputes Act (41 U.S.C. 601 et seq.). An administrative appeals proce-
“(4)”, and by adding at the end thereof the following new subparagraph: .. % dure shall be established by regulations promulgated by the Director of the Office of
“(B) the right to require the contractor, inventor, or assignee to license an-:§: Management and Budget.in accordance with section 206. Any contractor, inventor,
other person to practice a subject invention on reasonable terms if— “u4 asignee, or exclusive licensee adversely affected by a determination under this sec-
“(i) such licensing is necessary to permit lawful commercial manufacture, ¥ tion may, at any time within sixty days after the determination is issued, file an
use or sale by a third party of a specified end item of a major, multiyear-& appeal under the appeals procedure established pursuant to-the preceding sentence
research and development project of the Department of Energy or the Na“E- o file a petition in the United States Claims Court, which shall have jurisdiction to
tional Aeronautics and Space Administration and such subject invention:&: dstermine the matter de novo and to affirm, reverse, or modify as appropriate, the
was mac!e during research and development activities directly funded unde etermination of the Federal agency. In cases described in paragraphs (a) and (c),
that project; . . . 73" the agency’s determination shall be held in abeyance pending the exhaustion of ap-
“(ii) a similar product or process is not commercially available as a res- peals or petitions filed under the preceding sentence.”; )
sonable substitute for the licensing; and 5 (L) by adding at the end of the chapter the following new sections:
“(iii) such right is specified in the contract.”; S . . .
& “§212. Assignment of title or rights

(G) by striking out “may” in section 202(c)5) and inserting in lieu thereof )
“ag well as any information on utilization or efforts at obtaining utilizatios, “Subject to regulations promulgated under section 206, upon a determination that
obtained as part of a proceeding under section 203 of this chapter shall 6.do 80 is in the best interests of the Government, an agency may assign title or
ther rights-to an invention to a person where such title or rights are held by the

(H) by amending paragraph (7) of section 202(c) to read as follows:
“(T) In the case of a nonprofit organization— Government under such terms and conditions as will. encourage the domestic com-
. mercial use of such technology.

‘“(A) a requirement that the contractor share royalties with the inventor;
: § 213, Disposition of rights in educational awards

and :
‘“B) a requirement that the balance of any royalties or income earned by ” : g - )
the contractor with respect to subject inventions, after payments of e No scholarship, fellowship, training grant, or. other funding agreement made by
Federal agency primarily to an awardee for educational purposes will contain any
Jyrovision giving the Federal agency any rights to inventions made by the awardee.”;

penses (including payments to inventors) incidental to the administration of
subject inventions, be utilized for the support of scientific research or edw- k

(M) by adding at the end of the table of sections for the chapter the fol-
lowing new items:

cation.”;
() by adding the following new pzlaragraph at the end of t:i(‘:)tipn 205)(0}:
‘“(9) After payment of patenting costs, licensing costs, paymen inventors, i . . .

and other expenses, the balance of any royalties or income earned on subject 21%' gis:;l;go!sliltniﬁﬁto?’frtilgtllqisoirnr:a%}:xt:a.;tional awards.”:

inventions by the contractor operating a Government-owned contractor-operat: . LS

ed facility (up to a total equal to 5 percent of that facility’s annual budget), if ; and

the contractor elects to retain such funds, shall be used by such contractor for (N) by amending section 206 to read as follows:
:06.“Univform clauses and regulations ' )
he Secretary of Commerce may initiate the regulations and revisions thereto
 standard funding agreement. provisions, required to implement sections 202

scientific research, development, and education consistent vyith the researth
and development mission and objectives of such facility including activities thak

rough 204, to be promulgated. by the Director of the Office of Management and
dget after full consideration of agency and public comment.”.

increase the licensing potential of other inventions of the facility. Any additi
al royalties and income shall be returned to the Treasury. To the extent thal

= (16) Section 6(e) of the Stevenson-Wydler Technology Innovation Act of 1980
(15 US.C. 3705(e); 94 Stat. 2313) is repealed.

provides the ‘most effective technology transfer, the licensing of the inventi"o.,
involved shall be administered by contractor employees on location at the fatilis
(17) Section 10(a) of the ‘Act of June 29, 1935 (7 U.S.C. 427i(a)) is amended by
riking out the last sentence.
= (18) Section 427(b) of the Federal Mine Safety and Health Act of 1977 (30
'US.C.937(b)) is amended by striking out the last sentence.
" (19) Section 306(d) of the Surface Mining Control and Reclamation Act of 1977
(30 US.C. 1226(d)) is amended by striking out the first two sentences.
(20) Section 21(d) of the Federal Fire Prevention and Control Act of 1974 (15
US.C. 2218(d)) is repealed.
(21) Section 6(b) of the Solar Photovoltaic Energy Research, Development, and
.Demonstration Act of 1978 (42 U.S.C. 5585()) is amended by inserting “as
amended” after “et seq.)”.
(22)dSection 12 of the Critical Agricultural Materials Act (7 U.S.C. 178j) is re-

11
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(J) by adding the following new subsection at the end of section 202:
“(g)1) A Federal agency may at any time waive all or any part of the rights of
United States, under sections 202, 203, and 204 of this chapter, to any subject inv
tions made under a funding agreement or class of funding agreements if the agen
determines that the interests of the United States and the general public will b
best served thereby including, but not limited to, instances where— ]
‘“(A) the funding agreement involves cosponsored, cost shared, or joint'v
ture research or development and the contractor or other sponsor or joint ven:
turer is required to make or has made a substantial contribution of funds, faci
ties, personnel, data, or equipment to the work performed under the funding
agreement, or
“(B) the conditions justifying acquisition of title by the Government unde
section 202(a) no longer exist or do not apply in the case of the subject inven
tion. :
The agency shall maintain a record, which shall be made public and periodicall
updated, of determinations made under this paragraph. .

ed. .
:+{23) Section 109 of the Water Resources Research Act of 1984 (42 U.S.C. 10308)
- is repealed. )
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RELATIONSHIP TO ANTITRUST LAWS

ing i i to any person immuni
Skc. 403. Nothing in this Act shall be deemed to convey A
from civil or crimi%al liability, or to create any defense to actions, under any an

ments to H.R. 5003, adopted an amendment in the nature of a sub-
tute, and by voice vote, a quorum being present, ordered the bill

reparted as amended to the Committee on Seienee and Teehnology.
T}l bill was further amended by the Full Committee on Augtst 8,
EFFECTIVE DATE o 1984:and reported from Committee by voice vote.

SEc. 404. (a) This Act shall take effect six months after the date of the ena‘tm LA
of this Act. . ] llow a contri

ffective date of this Act, each Fedgral agency may allow
tof‘b 1)? f:r?riflg?a:tos tévretain title tof a}r:y iﬂzjectbl_nv:reguggz srg?;li: t:;ﬁe;raf&n’g:%f;
i ffective date of this Act, subjec  cor

?ivgﬁ;d:sdt}}):g:; :fhfgls ;otel(l:d“;;ply under this Act had the coptract been vente.refi

NEED FOR THE LEGISLATION

The historical practice of some agencies of having the govern-
ment retain patent title to U.S. funded inventions and license those
inventions to all comers is generally credited with the failure of
. Gm_ost"'of thesef in\éer&tions to penetrate the l<1:ommerci(ai11 marlllietplaced.
; i ratified and affirmed if such rights w overnment-funded inventions are usually new ideas that nee

the effective date of this Act are hereby considerable refinement before they are re);dy for the commercial
marketplace. Often the commercially viable concept is only tangen-
tial to the main purpose for which the research was conducted, and

i gency cannot justify spending the federal funds to test out the
%rrﬁndxfnent tin tE&he nature of a substitute..... R ility e mercial Tt
able Of CONEENES ....vereerrerrssriseissrssrsserecssmsnsanes eeeersenensrninnteienres

Committee actions e essesessin Private companies are willing to put their own money into devel-

CONTENTS

Need for the 1eiSIation ... ..o ing ideas originating in government research, but only if there is

Background ... . " trong: possibility of financial reward at the end of the develop-

B e et in tne aatare of & Subsitats. .- process. Most feel it is more difficult to make money without
eC

Section-by-section analysis
Impact on inflation ........emercree.

Committee oversight findings and reco

centives provided by a protected patent position; they are re-
ctant to invest the millions required to fine-tune inventions with-

mmendations........

i ittee findings an t-the guarantee that a competitor would be precluded from also

Summary of Government Operations Comm ceiving its own government license and then cloning their fin-

Bué‘;’ésé'éi;;;i};{;';ﬁ;i"ﬁ;bjecﬁo . ed product. Therefore, those portions of government research

Congressional Budget Office estimates and comparison d development contract work have attracted companies interest-

fégmin.itsttratlg&r%ﬁ;fﬁéiéh" ........... in‘making their profits on government fees rather than profits
mmittee recommendation.......

Changes in existing law m

ade by the bill, as reported........coumemeasessewers
Additional views....... . v

.............................

ommercial spin-offs from government-sponsored work, and the-
mmercial potential of creative ideas emanating from this re-

chlies fallow or may be exploited in another country with a
losed domestic market. '

COMMITTEE ACTIONS

H.R. 5003 was introduced by Congressman Fuqua on Mare

1984 with Mr. Brown of California, Mr. Walgren, Mr. Boucher, Mz T BACKGROUND ‘

Sensenbrenner, and Mr. Gregg as cosponsors. T}}lle 11)111 W:i dr% ° the 96th Congress, two important laws, P.L. 96-517 and P.L.
jointly to the Committecs on Seience 3¢ S50 % hoormi 80, began the reform of federal patent policy and increased the
Judiciary, and within :

ailability of government laboratories to the private sector. P.L.
=517, signed into law December 12, 1980, permitted small busi-
nd non-profit government contractors in most instances to
etain patent rights in inventions they made with federal research
ollars. Contractors could either further develop the invention
mselves or work with a licensee to transform the invention into
able commercial product. P.L. 96-517 also included an initial
mpt to set up rules for exclusive licensing of federal inventions.
e original House-passed version of P.L. 96-517 contained a uni-
federal patent policy applying to all business, but the Senate
d the portions applying to government contractors other than
‘business and universities. The expectation was that the delet-
portions would be reviewed in the 97th Congress as is evidenced
¢ following colloquy between Congressman Fuqua and Con-

man Kastenmeier, November 21, 1980 at the time of final
se passage of P.L. 96-517.

i esearch and Technology (SRT). o
OnTS}féeélIc{?I" 1gubcommi'ctee held legislative hearings on May 15 »
May 16. Witnesses were Dr. Bruce Merrifield (Assistant ecfr
for Productivity, Technology, and Innovation/ Departmentf% &%
merce), Mr. Roger Ditzel (Director of Patents/University gl Pgw
nia) Dr. Robert Fischell (Inventor of the Year/Intellectu ) Pi
ty Owners, Inc., and Chief of chhnqlogy Transfer/ Ap%l‘leM \[J
Laboratory/John Hopkins University), Mr. Harry F. 9511
(General Patent Counsel/The General Electric Comgang,
Cruzan Alexander (Vice Pres1dent/119tellectual Property Nv:n
Inc), Dr. Jerry Hudis (Assistant Director/Brookhaven Nal i
Lat;c;ratory), and Dr. Robert F. St}.lav)v (Consultant/American

utics and Astronautics). . Ik
tu%h?af éﬁ’?‘oré%bcommittee met on June 19, 1984 for dlscclllssm
H.R. 5003. On July 25, 1984 the Subcommittee considere am
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Mr. Fuqua. Mr. Speaker, further reserving the right to o
abject, I might say that I want to commend the gentleman™ * . .-~ .. . BRIEF DescripTioN OF 1HE BiLL As Repo
from Wisconsin (Mr. Kastenmeier) for his efforts. - The primary purpose of HR. 5003 is tn . RTED
L, too, am very disappointed that we have not been able = roadblocks to implementation of th obroarTiye, 2l legislative
to get a full patent policy review, but I think this is a step. - Order and to establish a more unifor?an%%?afy 1t8’ 1983 Executive
S S ral patent policy. Under

unless a specific exception is invoked by the contracting

in the right direction. It is better than what we have :
he contractor’s right to retain patent rights for commer.

today, and I hope that we have the assurances of the gen-

tleman from Wisconsin (Mr. Kastenmeier) that we can - cial development or licens: Ie ¢
move forward on this. I can assure him of my commitment = contract will be wriitezceiﬁii)n%h()f ‘nventions occurring under the
to try to work in the next Congress and try to insure that . 8s reason to invoke an exce t‘;—‘ocontgact. Even if the government
we dé) bring about a more uniform patent policy for this = - re}nev; ht;he inventions ag they gcct?r: ang g(l)llcl)twratc}fmg atgency should
country. <. - velop those with com ial 1 (14 alow the contractor to de-
.Mr. KASTENMEIER. Mr. Speaker, if the ggnt(lleman will .. ‘_t"go s0. mercial potential if it is in the public interest

yield further, he has that assurance, and indeed it is very - Contractor retention . . ..
important that we achieve a uniform patent policy for 'efftg'ts to develop and I%i?ﬁéintguglgiﬁzi:lstii%ndllftlé)}?ed on good faith
made no effort to exploit the technology within thlizec (;'%ggcz%xji s};is

otherdt(}ilan small businesses aridbunivers}i‘ties which are ;
provided for in this bill. That will be a high priority as far - g - ance of the patent to him or such 1 i
e o ; , onger time as the contractin
. g

as I am concerned.
P.L. 96-480, the Stevenson-Wydler Act, made improved utiliza
tion of federally funded technology by state and local government
and by the private sector a matter of national policy; NASA’s tech-
nology utilization program had promoted the wide-spread disgemis
nation of the results of NASA’s activities for over 20 years, bt
many other agencies did not have an aggressive program of tech-
nology transfer. Research and technology applications offices were.
established within most federal laboratories to support the transfer.
to the private sector of technology with commercial potential. The:
Center for Utilization of Federal Technology was also begun as s
clearinghouse for the transfer of information on federally owned or
originated technologies having potential application to State and}
local governments and to private industry. o
These laws and other events have made government research o
ficials more sensitive to and more interested in cooperating with;
the private sector. Universities and small businesses have had-if
centive to promote inventions made under federal contract an
more federal inventions have been the basis of commercial prod-
ucts. For a patent to be a valuable property right, access to the in
ventor and his or her expertise are usually required. Therefore, i
is not surprising that this new federal policy, of placing the exche
sive right to develop an invention in the hands of the inventor’
employer, has led to better commercial exploitation of quality gov
ernment-funded inventions than before. R
. The experience from the first two years under P.L. 96-517 was
positive enough to lead President Reagan by Executive Order dh:
February 18, 1983 to expand the scope of P.L. 96-517. This orde
authorizes all contractors to receive invention rights derived fron
federally funded research to the extent permitted by law. Howeve
since over 20 varied patent statutes and provisions are in effect
different agencies, a uniform federal patent policy cannot be estabs
lished by Executive Order alone. This has led to H.R. 5003 whith
legislatively establishes a uniform federal patent policy, revises 9§
517 in light of three years of experience, and repeals all statute
which now stand in the way of the uniform policy. e

vailable for licensin i
! 8, and march-in provisions allowi
; ;r)xégaenbtytot }fgrqe ltcenS}ng of the patent to third galr?tvivég %aﬁl% Cin.
ked bs provis?ggsrslcs?:g nagency at any appropriate time, eTll?e-
"ﬁs%geasons. e used for health and safety or public
he intent of the legislation i
/ : remains to tra i
},:grtelgs gflgr;t};a fﬁctor for development when tr;:ggr Ii):tiintfh?%htﬁ
Hed pcer D0th, 1e government and private sector. Therefore I_es_
o foert Depa?t aut}tlorlty to assign patent property rights is 12)1-
anced e ) re,srr;ri)enns iboi{i gg;nggerce lead role in innovation ispen:
cies in ident_iﬁc.ation of commerciaf);%‘girftig?s'mt?nce tooner asist

. Th . ' '

aad ‘:ffztc};ie\:‘e%ugpose of HR. 5003 is to establish a more consist

roported clogel. 1 Patent policy. Therefore, the bill 1 5 past
ponsibilitiesy 0 éovx(s the allocation of administrative and rev; -

strikes provisiox?s] ifeoigr%%zog}?jn 1? starrlz)ended, It also ame;%‘gi’“;

ot ¢ r acts i : :

o ot ey o A B e o

EFrE
CT OF THE AMENDMENT 1N THE NATURE oF A SussTiTUTE

3 gsRn 85‘20362 r%g%rted strikes all after the enacting clause and i
i introdticed Txi;ew text preserves the basic structure of tllr?—
ﬁge changes as well aseaa{ggggrm Ifl?rtnli)ncor? 2raﬁes‘several substane-
which mre aopel as. ~UEr ot technical changes both
,, a p in the section-by-section analysis pgrtion of

e changes to H.R. 5003 as introduced have the following ef-

= )
(1) To give the Secretary of Comrperce the power to initiate
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-cil finds necessary from its review of instances of government re-
“tention of rights under the Act. The Council is expected to aug-
ment, not supplant the current government framework for promul-
ation of procurement regulations.

Subcommittee of the Council, chaired by the Secretary of Com-
‘merce and with membership from each government agency with
~a'major R & D program, is available to formulate recommendations
or the Council and the Secretary of Commerce and to ensure that
~each affected agency has appropriate input into the policy-making
~process.: All policy recommendations if then adopted by the Direc-
. tor before being issued in final form, and would then pass through
the appropriate channels now. in existence and those created by
hig: Act. Initial representation on the Subcommittee should in-
lude, but not be limited to, representatives from the Department

" "of Energy, the Department of Health and Human Services, the Na-
tional Aeronautics and Space Administration, the National Science
Foundation, the Department of Agriculture, the Department of
Transportation, the Department of Interior, and the Environmen-

rotection Agency. _ :
To carry out its responsibilities, the Council is authorized to ac- -
guire, review and analyze pertinent data, including documentation
SECTION-BY-SECTION ANALYSIS B Iated'to government retention of patents under Sec. 301(a), and
P 96-517 or amending it to include i@ fopublish an apnual report, - . uthorized fo assist
Rather than repealing F.L. 3 continues the practice (regardin :Section 202. The Secretary of Commerce is authorized to assis
classes of contractors, HRf 051%0 gg\?;*nment contracts) of ‘treating, other agencies in the promotion of licensing and utilization of Gov-
T

C ion rights arising i rately from otherg-—e ment-owned inventions, to give advice in various patent mat-
lsrr‘r‘lrgﬁtg’unsinegss and o i oreanize ol deta 3 ters, and to make available evaluation services to assess the com-

i i neral policy. : : ' . - |
O eratic controcten. g A et orer mercial potential of these inventions. Commerce’s role is advisory,

A : i licy coordination fu : X hes | le 1 1501y,
3 ions. Title I1 assigns specific_po : ineerin| ot managerial, and it is anticiapted that most activities will be
considerations. T ; Council for Science, Eng performed at the request of the client agency. Commerce is also

: deral Coordination II1, in sub ] § : A . al
tlogs'l"cgcfmgiggyeand the Secretary of C°‘.“meli§:t'v£§f the govern ven authority to publish notifications regarding the availability
an tions e private sector of government-owned inventions. The Secre-

- ; tes rights to mnven C s defi

stantia get:rlllt,r:gcziz not c%vered by 96‘517' 'I{It}f IVPC ontalgs T4 tary of Commerce is given the authority to initiate the uniform fed-
ment an nﬁ amends over 20 existing laws 1nc g tlﬁleg President’s Ex al regulations reéquired to implement the various provisions of
nitions a into conformity with H.R. 5003 an i Act- Authority to promulgate such regulations is limited to the
bring thgn(liér . Director of the Office of Management and Budget after his office
ecufive Urder. has given full consideration of all public and agency comments.

ch proecdure is needed both to ensure prompt issuance of the

eeded regulations and to make sure that efforts to promote inno-
gtive commercial spin-offs from government-sponsored research do

tive parties Ott}?ccidentagy impede the mission which is the primary purpose
it S . ' ¢ research.-

ic 1 the equities of the respectiv ies. 'L -

pubhc'tl)rllteé?)i/te?ggent-wide policy to increase tht(ai udevelopment

. ﬂS{{tls %f Government—sponsored research an ;
res _

dget the author,
i . of Management and Budget .
R;ri%tgrgélﬁ}{gatoeffég%se regulations after full cons1derat10g
agency and public comments;

(2) To clarify ownership of inventions occurring at Gove‘x"n}‘-:

- tractor-operated facilities; o
m(z:?)t %?“;i%‘f 031: contractor othtexl;htéhz:?g I:t %ga:;;a)z or partl
i i eemen )
pant In a cooperative agr Al v
i to the U.S. Clar . 2
g‘gaetrll‘(r:;lyh:; etr?re%lo in its retention of patent rlghts_under t

O Ty : direct licensing of end us
it the government to o
pr((ﬁu'ggs %‘;rrrxlll;gor mﬁltiyear technology development program

o i \f gov
o (lg)()%oaggogdAeSfor advertiser}rllgr}llt rtx?) tllzev gzgggniegiogoﬁ o
C .
ernment-funded patents on W i " e
ializati 1 within three years;
CIEZ%)Z?It‘;;Ogr‘g\?iré{e l?ogoailse;ignment of Government-owned patents

an((’ll ) To forbid government retention of patent rights in invel

. . inin
tions of awardees of scholarships, fellowships, and tré1 Y

grants.

TITLE I—POLICY

ion 101. Findings. Inventio
sp%gggx?éii research and development ¢

TITLE IIi—ALLOCATION OF RIGHTS

3 ction 301(a). Throughout Title III, contractor means a contrac-
needed. JOUS AGENCIES or'other than a federal agency, a small business, or a non-profit
TITLE II—FUNCTIONS OF VAR 1 tor Sciend e : iza_tionfcont_raci.:or.. Parallelf progigim;)stOé'ngi%ll busines;eeg
. dinating Council tor © - on-profit organizations are found in P.L. 96-517 as amen
Section ﬁgl;rzﬁfnfﬁ)‘gaﬁvg?fﬁ is chaired by the Director hapter 18 of Title 85 of the U.S. Code). Descriptions of sections
neering a )

icy, i ized to make
i logy Policy, 18 authorize ,
Office o Sc1encena?}clle'l;:a§£§‘ols %ministratwe policies and prac

omxgg(rll qc%tic(:;iyo out the Act, including corrective actions the
nee ’

ghout Title III should also be construed as descriptions of
tified provisions added to 96-517 by this Act.

n general, each contractor has the right to elect to retain world-
e title to any invention developed under the subject contract.



18

: i le
The section further enumerates five exceptions to tltle %ﬁge:iaglhiuto
under which the Government may either ghﬁntsma; <ral She et
elect to retain title or may limit contractor rights a

. . o
The first exception allow% ﬁntelhgeilcri :g;niﬁe: ?uf}igifg t(,)t}etsh >
i ir activities. This supple the
cglg“zlettyngfertltleg ?selvihe classification system to control sensitive
1 in intelligence agencies. ’ ) .
te?ll‘l};leos(;gc}t;nd exception gives the contracting ageéxcy c%‘iﬁiﬁﬂf"&a-{ﬂ
authority to retain title to patents devel'opgd _unker contract N
foreign governments and companies. This 1s 1n :filt)iv egness. ’
legislation’s intent to increase U.S. economic comp! eness o all
gI‘he third excep'cion1 deals wit:ht co’ll‘lfmzacszsc &l;;a‘ti:r‘?v rtitten d fody
i tional agreements. _ broad!
izrrgzrgigngﬁgngo;tracting agency the latitude to be sensitive m

1n1';1?11;m}2311'1t5}l11 gg:%g:ion gives agencies the ability to deal w112};1 :ﬁgg.l
ti ? circumstances as well as with non-routine busu;tz:?n atior- .
1}§>.na For example, an agency may choose to hold <_:eh ntpor 5.
: ip:'d atents in programs such as uranium enric mlear e
broce sixll) where for public policy reasons such as nucle r 3 rolly
progesn tlrgxé business is considered too sensitive to be ofpax;g e
pri “:: sector ownership. As the only legal customer Ol g pol
pnvatﬁe agency may decide that there is no justification toof allow:
(')gy’the private sector to hold the patents. The Depalrtmevr\lmste ner.
ng terminal repository program for high level nuc eart e e o
e le of a non-routine business relationship. Since d St rogram
gxz}mpded through special fees levied on the utlh(iiyhm eua g’a’ly he
llgeplgxl*tment may decide that that ind\}stryb.shgql vena'silons. B oD
the allocation of rights in that program's subjec tnxll T arOv:
ional circumstances are not ordinary circumsia s e
Hon hould be used only for the extraordinary c1rcutmst noe wher
:lx(;nirsnportant national interest is hurt by the paten |

with the contractor and where the other four exceptions are 1nap- :

plicable.

is legislati is no bill language
i ions of this legislation, there is no
alllgxlrlvlilrlx{ge :fr? S;g‘éilg to retain title to inventions under contracts to

i lations. The omis
to comply with government regu ne ‘
cslieo‘;fli(;pbg:gglsoedif (t)he br%gdth of the exception. In general, it 18 felt

i ts and private sector

i tor ownership of these paten ' &
ti};:telgf)lr‘rlxitrft so%cc(())mpeting hez{.ltih ang sagci:;gs px"lt‘)}(ll;%tso getﬁz eb%slt

atisfving the regulatory ademanas. > , th g

g::?llg:sofns{a;:ﬁsigﬁrfublic health and safety inventions require gov-,

ernment control of patents must be justified through this excep-

isi i h-in pro-
tional circumstance provision or through section 303 marc pro-

cedures.

i f Energy to retain
tion allows the Department o 2
pa’fe?rft f:ifgﬁt:xt%e?nventions arising under work done at or througt,

i it Y-12 Plant at
1 j roduction facﬂltles.such as the b
o faﬁ?; gef'%giﬁle%see and laboratories such as K'ﬂosllsn £;°§§
Pa 1Lg‘b’cn*atory Bettis Atomic Power Laboratory, A? e N
P.oweir L boratorie’s Savannah River Laboratory,.Los1 Laboratory'
t}onal LabOratory and Lawrence Livermore Nationa at rats v
tlﬁr'lal' tais not meant to be inclusive, but rather repr?;gen aé ive, ¢
rtrhéssi;z and mission of facilities covered by the exception.
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" radiation laboratories on university campuses, biomedical and envi-
_ronmental facilities, or inventions funded from sources other than

--the-weapons related and naval nuclear propulsion system budgets

of the Department of Energy are not covered by the exception. Fur-
thermore, the Department is expected to use the authority of sec-

" tion 302 to decide on a case by case basis after inventions occur at

defense facilities and laboratories which of these inventions can be
transferred to the contractor without damage to the mission of
these facilities.

Section 301(b). As a check on the appropriateness of withholding
of patent rights, the contractor has two appeal routes. He can pro-
.ceed either under an administrative appeal procedure or in the
~US. Claims Court. The Director of the Office of Management and
Budget is also given authority to promulgate policies, procedures,

.-and guidelines further explaining when the exceptional circum-
-gtances provision under Sec. 301(a) may not be used. OMB, through
“~its Office of Federal Procurement Policy, already has the authority
 uander 41 USC 405 to prescribe a single system of government-wide

procurement regulations both for property other than real property
and for services including and development. Therefore, vesting the
-guthority in the Director of OMB here and in Title II to establish a

.. more uniform treatment of federally-funded patents rather than

Comptroller General or another government official also promotes
the objective of keep related patent and procurement policies con-
gistent with each other. The Comptroller’s Annual Report under
P.L. 96-517 and the Director of the Office of Science and Technolo-
gy Policy’s annual report under section 201(b)(5) should provide ad-
ditli'onal independent review of governmental patent retention
policy.

Section 301(c). This section sets out several legislatively mandat-
ed elements of the lga’cent clause which is to appear in pertinent

government contracts where the contractor has rights in inven-
tions.

~:-(1) A contractor must disclose subject inventions to the contract-

-ing federal agency within a reasonable time. Regulations defining
reasonable time should be drafted in such a way as to require dis-
closure early enough to permit the government to protect any right
‘it may have in an invention. ’

(@) The contractor also is given a reasonable time following dis-
losure to make a written election to retain title. If as a result of
e pagsage of this legislation, any change is made in current ad-
ministrative requirements in this area, preference would be for rel-
tively short election deadlines with automatic extensions of the
eadline upon written request of the contractor. This would clear
the way for prompt and effective reporting of inventions that are
well-defined, while giving more time to contractors who desire to
investigate the commercial potential of the invention prior to elec-

¢-Yon. The contractor must file patent applications within a reasona-

le time. If the contractor does not want some or all of the patent
#ights, the government, if the contractor consents, may then con-
sider requests by the inventor for his retention of those rights. The

ernment may receive those patent titles the contractor or in-

B ventor does not elect to pursue.
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» : n‘
(3 a and b) The government shgll retain a n:::gfé\:ﬁ;ﬁ?écﬁns
trénsfei‘réblé, irrevocable, paid-up license to pysc ;acticed el

vention throughout the world and or to have 1t p o tor elects
f the government in all instances in which 2 c.ts B & s
gitle This license is to give the government tthsi }g‘ﬁol ({.; e e or
tions it paid for without having to pay ftge§c 0t D Do this license
licenses in those inventions; there 1s no Inten o narkets
to suthorie thet governm::ir;ts g?hggn;gi‘ga ;;g‘rrcl?ssion to compete i8

i ivate sector compa’ ‘
gézheﬁgressly provided elsewhere by statuttes. remoranda of undes
When international treaties, na;gt;:rggg e the governmen
?Ei;dire‘é;igr Igtg};letls. Z‘;?}r:e?:zgzgg; to sublicense other governments of

i i ions. -
mternagoggl Oﬁ%fxlﬁle?tcircumstances, the Departmerlx_t gfs 15; I
D%% 0:1 NASA may retain the right to direct th(taﬁ 12; ing of &
b t inventions occurring as part of a major muily T Tt i
su%)eé: . lopment project. The contractor must reserv&aucts e
th evte 3: with regard to specific end items or pro e
e c%ndrz: be made commercial at the end of the rtlegege e
velopm t0 roject. In NASA, for instance, there could | e 8
velo;imenerﬁ essefxtial to any comrpex_-cxal use of gpa&cet:erest o gin
d?v%;)xfsrtnances it might not be within the publtlcm?nopoly ol
cg'c federal co;ltractor developing such a cox}cetp monopoly ol
oer In DOE, technologies like magnetic usul)( i gt
ovexc‘l t;; r?d ears away from the commercial mar evgrie@' i, iy
fm% t?e 12 icgl to spread out over the years amgng acommercial "
tr ghat will be the hackground patents 1or & T
e on. tvﬁe agency may wish to transfer to the pl:}cyaal fagtuliet
erqtgo?f the agency feels that to do so may be cri Slﬁ 2l B e th
unlt- mmercialization of the project, the agencty Sho Aty
g‘i‘sicgegioon within the purposes of the Act to retal

~. (6) Government-owned, contractor operated (GOCO) facilities are
treated-as a special case. Typically, an operator sets up a separate
division -of the company to run the facility, and the government
pays all-costs for that division. The work ot the laboratory is often
" unrelated to the company’s commercial divisions. Therefore, com-
merical development of government inventions by the contractor is
““not as likely as with other government contractors; rather, the
GOCO operator is likely to promote commercialization by licensing
to a third party. This paragraph allocates the revenues from such
 licensing” if the contractor elects to retain such revenues: (a) the
-~ first use'is to pay all patenting and licensing costs for the inven-
ofi; (b) the next use, up to an amount equal to 5% of the facility’s
annual budget is to be used both for a research account controlled
by-the facility and also to bring other inventions of the facility to
{he point where they are attractive to potential licensees and its
iates.-All other revenues revert to the Treasury. Regulations
hould be carefully drawn to preserve the independence of these
aboratories and to keep the commercial divisions of the contractor
-at-arms length, The paragraph also provides that to the extent it
iprovides the most effective technology transfer, the licensing of in-
sfitions will-be done by the contractor’s on-site employees rather
than by individuals in corporate headquarters; this reflects the pri-
~mary intent of the legislation, to foster commerical use of govern-
“ment-financed inventions by keeping the rights to use or commer-
ialize the technology as close to the inventor as possible. Title to
inventions being licensed should be held in the name of the wholly
wned subsidiary running the facility for the government so that
.the event.of a change of contractors, the licensing process may
transferred intact to the successor corporation as a continuing
peration of the GOCO. ' ' '
:{7) The contractor may retain a nonexclusive, paid up license in
.subject invention, when it does not retain title or when the gov-
o ical package at a later date. Howe rnment tfor}():esl.licgetns‘,;ng of an kin‘;/entliont u1t1}cller Siectiton 303. Thisfli-
; technological p £ 1 me enge is to be limited or revoked only to the extent necessary for
eas%%er efﬁieﬁs g:g patents are 1 the dp;lvag%cs;czgr a:slgmrﬁ e government to grant an exclusive license to a third party who,
i;fat companies are not precluded from doing _ like the contractor, is able to commercialize the invention.
on their own. to obtain commercial utilizat gfore,,the government is given the right to limit or revoke the
(4) At least one report on efforts rg uired during the first thréf gctptl'.s.non-eﬁcclus'we license when that contractor has not re-
of a contractor-retained mventlortl tlz t,h(e1 contractor or other privaté title if such action is necessary to attract a third party will-
years after issuance of the paten of this report is to docu fo proceed with commerical development of the invention. The
sector title holder. The sole %urxégiecontracmr’ inventor, or a8 erment should lbe déllgept in its attempts to find companies
the required effort necessary Ior tion under Section 303(c); the vl ,cgmmercxt_a ize heSIlnte retention of this right by the con-
ee to avoid advertising of the 1nt‘_'e, ated. The agency, in accord: T an revopﬁtlon should be used only as a last resort. When
fore, lengthy reports are not an mlpre‘u‘ire more frequent repo tr‘a(‘:tor willfully fails to dlSCl'OSG an invention, he automati-
with applicabled ref%ula:}ll%n?{ﬁgaalythr éle year period. Addition ; 'Xse‘ses all rights in that invention including his non-exclusive
i arer - . nc . T
?gfgg‘f(f;“fh:? be required by the go"f“;ms‘fé‘lhé"rugg r?t:sersnatd ) the contractor sells or grants license in an invention cov-
ing deciding ghipherggl?’i&)gol\‘lfgryll;!flsrmaﬁon collected undgr, 3;“ t{x}x}z ﬁlc‘fr;é;gg}’; conveyance is not to affect any government
3 ec 10n . . 3 un er ‘43t .
Is.:agc}tlitgn%?‘lcgrbe disseminaltsteg to competitors or the public ! ;Otheriscionttrac'tt }x;eg};zirzmtenksd (Iit}?y benadde<}i1 80 lcl)lng as they are
Freedom of Information Act. atent application s consistent wi e Act. itionally, when the government
1l assure that any P .
(5) The contractor sha :

]l ast specifying s title or an exclusive license in an invention, the govern-
include within the specification section, a statement speciiyin e e or an exclusve liconse fn an invention, the govern:

i i invention ) : e |
gOVemment'S o }i‘nl the'tﬁ“flggg’%l f‘alr‘l‘?isthat the i ' arch and production facilities may be paramount to that of the
made in part or in whole W1 . . .
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patent helder or holder of exclusive license: The section’s only pur

s €< : }
short of “march-in” for the government

‘being pursued IS to an inventi
el sued by the contractor or his licensee, but Vxﬁgﬁlc%{linmi);

! ensive patent pur
ve licensee refuses to consider Renposes, @

contractor and may require special contract requirements for
prompt reporting, election, and filing of patent applications to
ensure that the government’s intellectual property rights are- ob- to attrdct .
tained, for maintaining the free flow of information among govern- ’ t potential com
ment laboratories, and for establishing the right to enforce the pat-
ents in the government’s field of use. ‘
Section 302. The broad waiver authority of section 302(a)(1) is in-
cluded to cover situations in which an agency through minor finan-
cial participation, partial compensation of inventors, seek monely,
or work related to but not central to a project has inadvertently
acquired rights in an invention arising or potentially arising under-
a contract such as the government’s non-exclusive license. These:
rights may not be of use to the government, but may cloud the in- AErot
ventor's patent title. In these instances it could be in everyone's: 'th,e, contractor holds the right to Jj
best interest for the government to have the ability to waive any- t : ice
and all rights in the invention. This is broad authority and not to:
be used capriciously. Therefore, the regulations governing this se
tion should provide examples of the type of instance in which

‘ i sin,

authority may be used and should limit use of the authority ng .that such provisi%r?: le?: ckground patent, thereby guarantee-
assure that abuse of the provision is unlikely. ) Cou agency and not treated as routing m;{] high level attention in the

Section 302(a)?2) also provides a mechanism by which the govern- sistant secretary level official e Furthermore, an appropriate as-
ment can transfer title to the contractor after the subject invention <48 Which must be precedeq b oaey Sign off on the actual licensin
has been identified. If one of the exceptions contained in Section ‘tractor holding the back r}éf deanng on the record where the Cong-r
301(a) is invoked in the contract and a government agency retains: These safeguards make g;'e L?  patent has the right to participate
title or other rights, that agency may decide upon learning the de- ‘& but leave that possibility ogl.lr ng a license a difficult procedure
tails and potential uses of an invention, that the contractor can. such as when a government .Censing in exceptional circumstances
make commerical use of an invention without harm to the govern-. sive purposes to hold do‘:!? gfuﬂded patent is being used for defen-

ment interest which caused the exception to be invoked. In this in
stance, the government should waive some or all of .the retaine
rights and with respect to the waived rights, permit the contract
to proceed as if those rights had been given to him contractually uire licensing of an
under Section 301(a). Waiver of government rights in favor or pr ag built, - y
vate sector joint venturers is also permitted under the section.
Section 303 (a) and (b). March-in rights are one of two method
the government has to make sure the contractor either takes re
sonable steps towards commercialization of a retained patent o
censes the patent to meet health and safety needs or federal re,
latory requirements. Under this provisions, the contractor or othe
private sector title holder retains title, but the government, subjec
to regulations and judicial review, can require exclusive, partiall
exclusive, or non-exclusive licenses to be issued if it involves omn

~
TITLE IV—M; ISCELLANEOUS

ection 401. The terms “feder '

o i P e al agenc ”, “S { 2
cProft. organization”, “invention”, “‘subjeot imesineeo T
nilar maneer b ?’nL ?)Iée 5deﬁned identically or in a substan’t'aﬁd
ed as any person oth, ~517 and this section. “Contractor” 'lady
vered by P.L, 96—51(7)‘. T?}fet(li);? _a_federag agency or a contrfct:t:
the enumerated march-in provisions. . 18 substantially the same al: ltt}llon of “contract” under P.L, 96~

Section 303(c) provides advertising as the second method toh ent” in P.L. 96~517 and both e definition of “funding agree-
unused subject inventions become ‘available to companies who wi acts for third party Sponsore dar e modified to make clear that con-
develop them. The contractor or other private sector title holde f GOCO facilities and priver ol &t GOCOs between opera-
his mandatory report under Section 301(c)X4) is expected to sho ctor is paying for the private sector persons where the pri-
good faith effort towards commercialization of the invention ents-or work for others recoarch such as collaborative arranp
achieving minimum standards set forth in agency regulations Subcontracts related to Gagé‘eements’ are not covered by this Agi-
quiring further development or commercialization of the invent , ct.

X 0CO t
) Uther terms defi G ontracts are covered
If he does not do so in the first three years after issuance of title ined are “Gover nment”, f“Secretary”,b)‘,‘Dtﬁicﬁg,s{

him and the agency determines the invention to have commercis | “govern rackground patent”, “United States”. )
value, the agency shall advertise the invention through its in-hous %'ound ?:é;;gw?egs f_COntr.acf:or-operated fac??it’y,,mgg%)r ’
licensing program or through the licensing program of the Natio ed or controlled bs te ined as not being a subject invent; o
al Technical Information Service as available for licensing by  not the Governme Y ¥0e contractor, and which the con tll?;l,tas
: : ctor
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is defined broadly to include all federally funded research and de-
velopment centers. Crs
Section 402. Twenty-three other Acts are amended to repeal or:
amend patent provisions which are not in conformity with HR:
5003. The intent of the section is to bring uniformity to federal.
patent policy. The majority of the provisions are standard provi
sions which appeared in many laws giving the government title to
patents and encouraging non-exclusive licensing; these provisions
are in conflict both with H.R. 5003 and with the President’s Execu
tive Order. ,
A few agencies have more comprehensive statutes dealing with
all intellectual property rights and technology transfer. It is th
intent of this legislation to change these laws only to the exte
necessary to bring them into conformity with this Act. For i
stance, NASA’s exemplary program in technology transfer sho
continue with only minor changes after the Act becomes la
Prompt and effective reporting of all innovations by contract
not covered by P.L. 96-517 should continue under lationat & :
Aeronautics and Space %{:t oRf 19518 as amended {Nhethcgz o: -fl“l()t‘ e % ' IMPACT ON INFLATION
innovations are patentable. hegu ations currently in effect for um-. “In accordance with
versities under P.L. 96-517 should govern relations between N ouse of Representativl:;1 lt%exflc;u(g?}l se 20X4) of the Rules of the
and universities to the extent they are applicable. ) ng the inflationary impact of H.R 5161(‘%3 statement is made concern-
The Act also amends P.L. 96-517. Definitions of “invention” an R. 5003 is assessed to have an ady I
“subject invention” are brought into conformity with HR. 500 prices and costs in the operation ofI}:ha verse inflationary effect on
The disposition of rights section of P.L. 96-517 is expanded in sev: e national economy.
eral places by adding language identical to that contained in Title:
III of this Act and to exclude work-for-others arrangements anflu
similar contracts between GOCO operators and private sector ent¥

eeships or other financial aid. It i '

Ships or ot aid. It is rare for major i i

Us_&%%e g};t}:llémﬁgly by such individuals and govegnm;"te?g;gﬁiigg }?)%

fuch individual‘s’ef mafde established inventors unwilling to train

siudent is listed 0 x;n;a ;:tg r?tf govlgrmpent retention of rights if the

_ fesssor_pr playor application as co-inventor with his pro-

'S:gggg i%?z)i 'lr"rhﬁs ﬁft is not intended to affect antitrust law

chit Agehciés (} ct’s effective date is six months after enact

. contractors to o ?ter the effective date, are authorized to allc '

oontractors to Ee taun title to subject inventions made under on-

racs tha ag v?, alg the effective date under the same terms c;on(i

gonditions a da%g T%Pply'had the contract been entered into aft%r
foctive date. T is will permit uniform policies to take effect

piration date of multi-year contracts now in effecct

tovided that such police
v re y Chan e . .
invention from a contracl:org ob; ?gvggtto&ﬁ}ke any rights in a sub-

CoMMITTEE OVERSIGHT FINDINGS AND RECOMMENDATIONS

rsuant to Rule XI, Clause 2()@3) of the R

’ ; , ( ules of t

R g;éf:ﬁggtézgs, .alndl under the.authority of Rules)g C}lla?uisoIZI(Sbe)((1))f
, results and findings of the Committe’e oversight ac-’

ivities regarding Federal pate i '
¥ - nt i i
ﬂnnnendatlons found in thg presegglll)(i:{l 2;?11?:;);1?? rated in the rec-

ties. Certain provisions limiting assignment of rights and governifi
the issuing and promulgation of government regulations
changed to bring them into conformity with H.R. 5003.
Section 212 is added to P.L. 96-517 to permit the government
assign title and other rights in inventions. Subject to uniform reg
lations to be promulgated under the Act, an agency may auctiof

ARY
' OF GOVERNMENT OPERATIONS COMMITTEE FINDING AND
off rights, enter into exclusive pegptiations with potential purch '

g RECOMMENDATIONS

o~

indings and recomm i : o
ring these rights. When patents with only marginal commerci Rule X, Clause 2(b)2) afgtﬁlﬁllgnifnc(f;ﬁg:l%}&%éf tol;’ lttﬁ pﬁlriuan’;
. : ’ e hules o

value are involved, the agency should consider giving title to House of Representatives .
viduals who will promise to put forth the effort and money gtée’'on Government Operationsha)‘;'eiggﬁg'sub'mltte'd by the Commit-
velop the invention into a commercial product or process. ion in this report.

tion should be viewed as an alternative to the licensing provis ' BUDGET ANALYSIS AND
of P.L. 96-517; furthermore, it is supplementary to the princt RPH R. 5003 provides no new b PROJ-ECTION
policy of government transfer of patent title to the contra w budget authority or tax expenditures

uently, the provisions of section 308(a) of the Congressional

under Section 301 of H.R. £003 and is not to be used as a mean Bhdget Act are not applicable

acquiring royalties, fees, or other remuneration from contracto
inventors to which an agency would not otherwise i )
avoid the provisions of Title 111 of HR. 5003. The objectives of £k
provision are to avoid unnecessary governmental accumulation
patents that 1could be %tgized by px%iva‘i,e co(rinpafcliest a?d tot T
an additional means O isposing of se ected patents from the irman, : .
ernment’s present inventory as well as, unneeded patents accum ouse of Rgzgzgfctﬁvzg ‘%f,le';lce and Technology,
lated under the various provisions of this Act and P.L. 96-517. = EAR MR. CHAIR » asnington, DC.

Section 213 is added to keep the government from retaining t red HR. 5003 ;V}llANUT_l'xe Congressional Budget Office has r
to inventions made by awardees of government scholarships, d Development ’Utifizatlilcl)?%tsmemg an(;l Technology Researc?;
ke , as ordered reported by the House

U.S. CONGRE

S, S5

CONGRESSIONAL BUDGET OF,FICE
td

n'/ o FuéuA, -Washington, DC, August 10, 1984.
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t
t 8, 1984. Enactment
i i and Technology, August S, or sav-
Cts) Itrlla?:tgﬁell fsnn%??;?ected to result in any significant cost |
fngs to federal, state or local OVernIEl® ¢ o ) poticy. The bil
mgsP? 5003 would establish a uniform 5;7 T o generally per-
uid d the scope of Public Law 6-5" - ent contractors. to
x(;gsldsggﬁnbusinesses and nonpr(()iﬁgelgggeesnﬁth federal researc3
; i in inventions de 18, 1983,
retain patent rights in mvteial ons e dham of February , 198,
o e sl soniractors o ece V0L U o
Hrom- aél Oﬁ funded research, 22 _permlttzo yried federal patent.
gr(;)gg ‘f:mfll;la styandardize the apﬁro'xu:?fgzlgffor gi%ferent agencies.
an isi urrently erce_an
staBtutgg a;;;l ?;i%?rﬁggig from the Dep:rlt)x‘ﬁe;(r:;c 3\7 hﬁ%mv%ul a have
as men , !
i f Federal Procureme \
o iy o issuie and promulgate UA(OTIR PRSC (Chnuial ongoing
1 agencies ¥ ult of the changes
expected that federat_ to current law as a result e ot ap-
costs or savings relafive ¢ oL HR. 5003, Onetime cO88 W o
in pa'tenze{)rogigggeosoﬁ:::uﬁ be ipcurreg_ﬁn 1985 to develop "
PrOlead r}égulations as specified in the o lify certain administra-
rU}I?s ?}rxle extent that LR 5003 woullél S;Iél(?urgge e e competitio 1}
: dures, or would € al potential
tive or contract POCC attracted by the commercia om en-
from s Lt ol b LS, Sl el snings
inventions,

onitor and review e .
¥Irlwentions, agencies may incur sci{ O g g
1costs The net change in agency wor

to be significant.

s not expec

. cjrcumstances, that con-

equire, under certain CIr " Based on the
Hgfssg%ir‘zot}:);alrﬁgs with the fe}t\ie;arhggzilzf?iggeipts from roy-
o ublic Low 96_5l7ﬁ(§a§t. Additional revenues, if any,

jence of P .
zﬁ?lzgis e ex;_)f cge'crix '?c%: %::;%2;1 fund of the Treasury.
deposited 1 2
wollfl'lgo?xewis% further details on
provide them. :

. jrector.
Sincerely, RupoLpH G. PENNER, Dire ‘

ADMINISTRATION PosITION

i rings record
nesses Fepre A Aheir testimony appears in the heartng® =
111 as * .

COMMITTEE RECOMMENDATION

y

.z

n

House of Represe

ial develop_ment_of -
jew the status of the eco;r(llrélii{glllal administrative

this estimate, we will be pl_easedi o

, ) ,
being present the Committee ordered the bill fav ;
© , .

f the
L 4 bi
ntatives, changes in existing law made by the 111,

21

ted ig enclosed in black brackets, new matter is printed in italic,
- existing law in which no change is proposed is shown in roman):

SecTION 205 OF THE AcCT OF AucusT 14, 1946

"AN ACT To provide for further research into basic laws and principles relating to

" agriculture and to improve and facilitate the marketing and distribution of agri-
cultural products

~+ SEc. 205. (a) In carrying out the provisions of title II of this Act,

" the Secretary of Agriculture may cooperate with other branches of
the Government, State agencies, private research organizations,
urchasing and consuming organizations, boards of trade, cham-

- “bers of commerce, other associations of business or trade organiza-
- tions, - transportation and storage agencies and organizations, or
Z‘pther persons or corporations engaged in the production, transpor-

tation, storing, processing, marketing, and distribution of agricul-
tural products whether operating in one or more jurisdictions. Con-

. tracts hereunder may be made for work to be performed within a
-period not more than four years from the date of any such con-

-fract, and advance, progress, or other payments may be made. The

%rovisions of section 3648 (31 U.S.C, sec. 529) and section 3709 (41
-U.S.C,, sec. b) of the Revised Statutes shall not be applicable to con-

* {racts or agreements made under the authority of this section. Any
_unexpended balances of appropriations obligated by contracts as
“authorized by this section may, notwithstanding the provisions of

-gection 5 of the Act of June 20, 1874, as amended (81 U.S.C., sec.
-713), remain upon the books of the Treasury for not more_than five.
fiscal years before being carried to the surplus‘fiind and ¢overed
into the Treasury. [Any contract made pursuant to this section

§hﬂl contain requirements making the result of such research and
investigations available to the public by such means as the Secre-
lary of Agriculture shall determine.] '

* *® *

* * * *

ECTION 501 oF THE FEDERAL CoaL MiNE HEALTH AND SAFETY ACT -

or 1969
dis RESEARCH
“Sgc. 501. (a) * * *
* * * * *

* *
n carrying out the provisions for research, demonstrations,
riments, studies, training, and education under this section
| sections 301(b) and 502(a) of this Act, the Secretary of the Inte-
for and the Secretary of Health and Human Services may enter
ifo contracts with, and make grants to, public and private agen-
and organizations and individuals, [No research, demonstra-
jons, or experiments shall be carried out, contracted for, spon-
red, cosponsored, or authorized under authority of this Act,
ess all information, uses, products, processes, patents, and other
developments resulting from such research, demonstrations, or ex-
ents will (with such exception and limitation, if any, as the
tary of the Interior or the Secretary of Health and Human
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Services may find to be necessary in the public interest) be avail- -
able to the general public. L

* * * * * * *

Section 106 oF THE NATIONAL TRAFFIC AND MOTOR VEHICLE SAFETY
Acrt or 1966

SEc. 106. (a) The Secretary shall conduct research, testing, devel- -
opment, and training necessary to carry out the purposes of this
title, including, but not limited to—

(1) collecting data from any source for the purpose of deter-
mining the relationship between motor vehicle or motor vehi- -
cle equipment performance characteristics and (A) accidents
involving motor vehicles, and (B) the occurrence of death, or
personal injury resulting from such accidents; ,

(2) procuring (by negotiation or otherwise) experimental and
other motor vehicle or motor vehicle equipment for research
and testing purposes; S

(3) selling or otherwise disposing of test motor vehicles and
motor vehicle equipment and reimbursing the proceeds of such
sale or disposal into the current appropriation available for the
purpose of carrying out this title.

(b) The Secretary is authorized to conduct research, testing, de-

velopment, and training as authorized to be carried out by subsec-

tion (a) of this section by making grants for the conduct of such re-
search, testing, development, and training to States, interstate-

agencies, and nonprofit institutions.

[(c) Whenever the Federal contribution for any research or de-

velopment activity authorized by this Act encouraging motor vehi- -

cle safety is more than minimal, the Secretary shall include in any *

contract, grant, or other arrangement for such research or develep-

ment activity, provisions effective to insure that all information, :

uses, processes, patents, and other developments resulting from
that activity will be made freely and fully available to the general .

public. Nothing herein shall be construed to deprive the owner of :
any background patent of any right which he may have theregn:{

der.}

SectioN 12 oF THE NATIONAL SCIENCE FOUNDATION AcT oF 1950

PATENT RIGHTS

Sec. 12. [(a) Each contract or other arrangement executed pur

suant to this Act which relates to scientific research shall contain

provisions governing the disposition of inventions produced there-

under in a manner calculated to protect the public interest and the

equities of the individual or organization with which the contract

or other arrangement is executed: Provided, however, That nothing"

in this Act shall be construed to authorize the Foundation to enter
into any contractual or other arrangement inconsistent with any
provision of law affecting the issuance or use of patents.}

() No officer or employee of the Foundation shall acquire,

retain, or transfer any rights, under the patent laws of the United

~and issue the patent to the applicant (if the
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- > - g g

which is directly related to

m—"
'SECTION 152 oF tHE 4ATOMIC ENERGY AcT OF 1954

ESEG. 152.
\ Co[NTRAc'rs.—If&vaﬁmNst .MADE- OR CONCEIVED DuriNg Commission
of niir A y .v?n 1on or discovery, useful in the productio
1 C Special nuclear materia] or atomic energy, made -
, or

_ Propriate, consistent with the policy of this section. No patent for -

any invention or discover 1

; °ry, useful in the product; ilizati
g}t; :;:;c;ﬁle ;ll?f?leElar material or atomic energI;r, s}lzl:ﬁui)% ?srséletclihia?on
band therefol eg with the application, or within thirty days gft? or
‘mission :aldvisesr th)é t(}jlsm(zgigsr?&slsmn%rlg ftPatents (s tge Corf:
. ; er of Patent i i
‘been determined and that accordingly no sta:ertnhe?)tt ]itss ;éggsfssa?}%v;

-statement under oath setting forth the full facts surrounding the

making or conception of the j i
making e Invention or discov i i
application and whether the Invention or disc§£Zr()izes\a(v::sbergf;trllet}<;§

1

and the statement to the C issi
The Satemen ommission. _
mmissioner of Patents_ may proceed with the application

is otherw;se paten_table) unless. the Commi:sli‘:)?lntlv?r?t}?il;ld.{)sﬂc o(\;:ny
. ’ S

mmission (if

‘the inventi i i i
the 1on or discovery js otherwise patentable) to be held by

c ;
Ommission as the agent of and on behalf of the United States

of i ; 3 - . i
canlza:teiﬁt?)’e?igg if tﬁe apphgant’s statement claimg zgaoén glssmne.r
concerved e ees, that the invention or discovery \a’ras not n %pph-
nerved | enterggu{:foofv ;)tli) u:d?r atrily cl;)ntract, subcontraf:ri?aore:;;'r
gel nto r for the benefit ission
entitling the Commission to the title to nt%ftlet ;)If)'ptggaggrr?rg;ss;gn
e

. patent i ithi
patent the applicant may, within 30 days after notification of the

filin i
Ing of such a direction, request a hearing before g Board of
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hear and .
Patent Interferences. The Board shall have the power to he

issi titled to the direction-
i the Commission was en cction
g?ggrwiltn}f tge}:‘ EEltc};r?l!;nissioner of Patents. The Board shall follo

i i ases and an
rules and procedures established for interference c¢ T

i licant or the Commission
ken by either the app : R
?I%;r)re;atlhzn fagla?eo:ge: of tie Boax:d to zgidgrrlléteeiv iStt'i?.tetals1 E(;)I;'Lcl)cedures
1 Circuit in ac dures
g(e)gcl;nfi(:fg ?ﬁi f:g:;ﬁ from the Board of Patent Interferences

f . i f i y f 9

31

[PROPERTY RIGHTS IN INVE_NTIONS

-~ [Sec. 305. (a) Whenever apy Invention is made in the perform.

- ance of any work undey any contract of the Administration, and
~._the Administratoy determines that—

R the person who made the invention was employed or as-

- signed to perform research, development, or exploration work

and the invention is related to the work he wag employed or

.t assigned to perform, or that it was within the 'scope of his em-

“'ployment duties, whether or not it was made during working

- hours, or with g contribution by the Government of the use of

overnment facili.ties, equipment, materials, allocateq funds,

oy DY

i t to

i jecti he issuance of a paten; “

g has no ob_]ectlons_ tot .

E}?;n ?;Slsilg:n:hs}talltl not be deemei in f;lx}}(r)fr:rslgeg; ;fic:(l))rll: tute 8

i isi f this section ble civil or
waiver of the provisions o e e

imi d the Commlselo to, the

crlmmaé S;z%:::edaltlo the Commissmr_x on the rec;)sx;colf1 Sof) ftltlhis o

e I;'aof Patents in accordance with the p;'oxiron e tnt

n'nssuxledetermination of rights by the Comrmie:)sr e o

f:loorrllt.ractual provision or other fzarr:ataﬁgexsiz:?; ni)(:nt to the request o
issi tents for the s g

tt;Ee (i)osr:rrlgesilfofpaelgeofn;irial statements or nondisclosure of mat

ea

al facts by the applicant.}

issued to the United Stateg upon application made by the Adminjs.
Arator; unless the Administrator waives all or g 1y part of the

¥ * * * .

* * *
. ; ATION .

FUNCTIONS OF THE ADMINISTR No patent may be issued to any applicant other than the Ad-

' or for any invention which appears to the Commissioner
ts and Trademarks to have significant utility in the con-
uct of aeronautica and space activitieg unless the applicant files
i e Commissmner, with the application or withip thirty days

Sec. 203. (@) * * *

i ini ion is @
(¢) In the performance of its functions the Administratio6
c

* x . * *

thorized— i
(1) * % |
. * isi the prompt]
: ve contractual provisions for : i
g@f}?«:ﬁ@?ﬁﬁaﬁi%ﬁﬁ? the results of the activities of the A
an

.
p

, atement and the application to which it relates shall be

; improvement, or innovation wh .0y the Commissioner to the Administrator,

any invention, discovery, imp of ar;.y work under any coms 0 Upon any application as to which any such statement ha}s

ay be made in the performance her or not patentable urd i transmitted to the administrator, the Comm1ss1qner may, if

o yt of the Administration, whether ‘ . i Invention is pate-nta}ble,. 15Sue a patent to the applicant unless

g;zlce 35, United Stat;S ’Cl"’dfér 17 of title 35, United States Co Administrator, within ninety days after receipt of such applica.
(d) For the purposes of chap

‘ of § on and statement, requests that such patent be issued to him on
the Administration shall be considered a defense agency f iehalf of the United States. If, within such time, the Administrator
. \

b files such a request with, ¢ in r
United States - SUCl 8 request with the Commlssmner, the Commlss_loner shall

ansmit notice thereof to the applicant, and shall issue such
TITLE HNI-MISCELLANEOUS tent to the Administra@or unless the applicant within thirty days

. °r receipt of such notjce Teéquests a hearing before a Board of
* * ‘ .
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Patent Interference on the question whether the Administrator is
entitled under this section to receive such patent. The Board may
hear and determine, in accordance with rules and procedures ¢
tablished for interference cases, the question so presented, and its
determination shall be subject to appeal by the applicant or by the.
Administrator to the United States Court of Appeals for the Feder-
al Circuit in accordance with procedures governing appeals from
decisions of the Board of Patent Interferences in other proceedings..
[(e) Whenever any patent has been issued to any applicant in
conformity with subsection (d), and the Administrator thereafter
has reason to believe that the statement filed by the applicant in.
connection therewith contained any false representation of any ma-:

a3

~ [(h)- The Administrator is ori

| ) authorized to take all suj

‘ g:ge;i?;ya;tgfg ;gq}t)gli?tegﬁ %ny i?vention or discoin'y Stlélt\i?lli?:hagg
s title, anc quire that contractors or persons wh;

" to inventions or discoveries under this section protec(t, iitea iﬁlsi:rlf

S y ~

L) The Administration shall b j
he United States shall be considered a defense agency of
nited States Coge. o the'purpose of chapter 17 of title 35 of the

- [() As used in this section—

L(1) the term “p "
F erson’ means any indivi i
orporation, association, institution o¥ v1dua}, partnexship,

terial fact, the Administrator within five years after the date of is- [(2) the term “¢ » or other entity;

suance of such patent may file with the Commissioner a request for tract agreement, ugggz"zgnd?rf - ax;y actual or proposed con-
the transfer to the Administrator of title to such patent on the ~“cludes any assignment substitﬁlt?r other arrangement, and in-
records of the Commissioner. Notice of any such request shall.be executed or entered into thereundlg?' ;If;dpartles, or subcontract

transmitted by the Commissioner to the owner of record of such:
patent, and title to such patent shall be so transferred to the Ad
ministrator unless within thirty days after receipt of such notice
iuch tpwner of recc})Ird requests a heiring beforeha B{)ard of Patent Jaunched

nterferences on the question whether any such false representa: ‘outer space shal i .~ Ched, or assembled in
tion was contained in such statement. Such question shall be heard 212 of tli)tle 35, Uln?fegc’sntilfee;%d ; vehicle for the purpose of section
and determined, and determination thereof shall be subject to- . oce.
review, in the manner prescribed by subsection (d) for question
" arising thereunder. No request made by the Administrator.und

. [3) the term “made”,
 tion, means the conceptio
“of such invention.

when used in relation to any inven-
n or first actual reduction to practice

or‘a person other
this subsection for the transfer of title to any patent, and no pros to be a use or manli?:;utrheebumtefd States S_}}all not be considered
ecution for the violation of any criminal statute, shall be barred by meaning’ of section 1498(a) ofy t?tli or the United States within the
any failure of the Administrator to make a request under-subse the Administration gives an e e s Umtqd States Code, unless
tion (d) for the issuance of such patent to him, or by any noti such use or manufacture. Xpress authorization or consent for

previously given by the Administrator stating that he  had n
objection to the issuance of such patent to the applicant therefo
LD Under such regulations in conformity with this subsection as-
the Administrator shall prescribe, he may waive all or any part of:
the rights of the United States under this section with respect
any invention or class of inventions made or which may be mad
by any person or class of persons in the performance of any wi
required by any contract of the Administration if the Administr
tor determines that the interests of the United States will he-
served thereby. Any such waiver may be made upon such terms
and under such conditions as the Administrator shall determine to:
be required for the protection of the interests of the United State
Each such waiver made with respect to any invention shall be s
ject to the reservation by the Administrator of an irrevocable, noi Adming C Administ rioL
exclusive, nontransferrable, royalty-free license for the practi Aaministration. Such Board shall accord to eachms rﬁtor within
such invention throughout the world by or on behalf of the Uni v portunity for hearing upon such application sgc hap plicant
States or any foreign government pursuant to any treaty or agre b tbe Admlnlstrator its recommendation as to ?}? shall trans.
ment with the United States. Each proposal for any waiver und ' : 0 the terms of the
this subsection shall be referred to an Inventions and Contributio
Board which shall be established by the Administrator within th
Administration. Such Board shall accord to each interested part
an opportunity for hearing, and shall transmit to the Administra
tor its findings of fact with respect to such proposal and its reco
mendations for action to be taken with respect thereto.

* * * * * * '

CONTRIBUTIONS AWARDS

isggg.)ré‘(i)g.a(sghsoubject to the provisions of this section, the Admin-
T oy porear tmf, » upon his own initiative or upon application
o person, 0 make a monetary award, in such amount and
poroon Las derfxiljezsbhe’ shall determine to be warranted to an
ottt Gofine Ay section 305)] for any scientific or t’echnica}I’
mnistranon, o, e Administration which is determined by the Ad-
s activﬁ;‘{e significant value in the conduct of aeronautical
o pace & dl ies. Each appi'hcatlon made for any such aw d
rred to [the Inventions and Contributions Board estaatl;-

hed under section 805 of thi
St t h
ons Board which shall be es}tlclz%lﬁsfig g; tir;ventLOn and Contribu-

Igﬁfator shall take into account—

Q) th ibuti '
o thz value of the contribution to the United States;
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(3) the amount of any compensation (other than salary re
ceived for services rendered as an officer or employeé of the
Government) previously received by the applicant for or on ag-
count of the use of such contribution by the United States; and

(4) such other factors as the Administrator shall determin
to be material. '

* * * * * * *

 information, uses, products
) s , Processes, patents -
ﬁpxx;;rgsismresul@lng from such research degeloped ai)nd é)::)}\lfz;nciﬁ\é?}t
XP, X créfii' ;v;lllagwfxi%}dsg)c}; exceptions and limitations, if any, as
A€ m e necessary in the interest io
“Thaﬁli))tll:? available to the general public: And pr§5idggl}it;?lgil
! ng contained herein shall be construed as to deprive the

owner of any background : z
he may have theregncler.].mltent relating theret°.t° such rights as

USE OF PATENTED INVENTIONS

"Sec. 811. (@) Any object intended for launch, launched, or assem- -
bled in outer space shall be considered a vehicle for purpose of sec-
tion 272 of title 35, United States Code (35 U.S.C. 272). ‘

(b) The use or manufacture of any patented invention incorporat-
ed in a space vehicle launched by the United States Government for
a person other than the United States shall not be considered to be
a use or manufacture by or for the United States within the mean-
ing of section 1498(a) of title 28, United States Code (28 U.S.C.:
1498(0)), unless the Administration gives an express authorization
or consent for such use or manufacture.

Section 32 oF THE ArMs CONTROL AND DisaARMAMENT AcT

[PATENTS

‘ISEC. 32. All research within th i
S e United Stat
fgﬂ),‘ln{:;cg:.zd, cos.}()logsored‘, or authorized under aut}'?osriti::;‘)'nf)lfr'atcl?ia‘;l 1{?:;’
: al prod}:g)tw ed for in such manner that all information as to
ron{fsuch re::e pro}(l:esses, patents, and other developments resultin
(o, Such vesc :;'tcioneiegilg;}?g_l;t tl?y Gox}ernment expenditures’ wiﬁ

; . 1tations, if any, as the Dji

d to be necessary in the public interest) be availablelzgczﬁz lgne?{ .

eral public. This subsection shall not be so construed as to deprive

the owner of any background patent relating thereto of such rights

SEecTION 6 OF THE AcCT OF JULY 7, 1960 88 he may have thereunder 1

AN ACT To encourage and stimulate the production and conservation of coal in the
United States through research and development by authorizing the Secretary of
the Interior to contract for coal research, and for other purposes

* * * * * * *

Sec. 6. [No research shall be carried out, contracted for, spon:
sored, cosponsored, or authorized under authority of this Act, -
unless all information, uses, products, processes, patents, and other.
developments resulting from such research will (with such excep- =
tions and limitations, if any, as the Secretary may find to be neces-
sary in the interest of national defense) be available to the general -
public.] Whenever in the estimation of the Secretary the purposes
of this Act would be furthered through the use of patented process-
es or equipment, the Secretary is authorized to enter into such
agreements as he deems necessary for the acquisition or use of-.
such patents on reasonable terms and conditions. i

* ’ :
* * * * * *

' GRANTS FOR ADMINISTRATI
DISTRICTS AND FOR RESE

SEc. 302. (@) * =

* . * *

VE EXPENSES OF LOCAL DEVELOPMENT
ARCH AND DEMONSTRATION PROJECTS

* * * *

- [(e) No part of any a i .
ant to authorization ygiv%%r%;:‘]?}f?sd jt;und_s oraine anpended pursu.
earch or development activit

log y unless such ex i-
ot htspon Provisions effective to insure that gﬁnidnl-
Opyrights, uses, Drocesses, patents, and other develop-

SectioN 4 oF THE HELIUM Act lt;)zglr:lf:;; o%gilﬁil gcg)wg_wﬂl be made freely available to

. . 3 T g . n . . .
Sec. 4. The Secretary is authorized to maintain and operate - Prive the owner of any backgrounclln:gtégt tglsatsi%];sigt?;y Ssl;ﬁ,l}ll de-
ac-

helium production and purification plants together with facilities3
and accessories thereto; to acquire, store, transport, sell, and con--
serve helium, helium-bearing natural gas, and helium-gas mix=
tures, to conduct exploration for and production of helium on and
from the lands acquired, leased, or reserved; and to conduct or coif
tract with public or private parties for experimentation and re-
search to discover helium supplies and to improve processes and
methods of helium production, purification, transportation, lique-
faction, storage, and utilization[: Provided, however, That all re.
search contracted for, sponsored, cosponsored, or authorized under
authority of this Act shall be provided for in such a manner tha

, without his consent of any ri i
, y right which that
ve under that patent. Whenever any information, iop(;rvrvirgl'?::‘,, rl?;y

: rocess, patent or development resulting from any such research or
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termines that the interests of the United States and the general
public-will best be served by such waiver. The Administration shall
‘maintain a publicly available, periodically updated record of
- waiver.determinations. In making such determinations,the Admin-
istrator shall have the following objectives:

... [(). Making the benefits of the energy research, develop-
ment, and demonstration program widely available to the
. public in the shortest practicable time. _

... [(2) Promoting the commercial utilization of such inven-
tions. ’

L[(3) Encouraging participation by private persons in the Ad-
“ministration’s energy- research, development and demonstra-
tion program. - :

- [(4)-Fostering competition and preventing undue market
concentration or the creation or maintenance of other situa-

ions inconsistent with the antitrust laws.
I )-In. determining \lnih%ther a waiv}cler to the contfl:acﬁor St the
i ion is made or conceived: in the me of contracting will best serve the interests of the United

[SEc. f9 (a) V‘Q%i“:,‘l’;rcﬁﬁzrggegl&e Administration, other than. tates and the general public, the Administrator shall specifically
c°ulise ¥ orrun research, development, and demonstration .purs lude as considerations— -
ant :art}fnig)ymic Energ,y Act of 1954 (42 U.S.C. 2011 et seq.) am [(1) the extent to which the participation of the contractor
‘E‘i‘; Aodmi(re;istrator determines that— o -will expedite the attainment of the purposes of the program;

[(1) the person who made the invention was employed or (2) the extent to which a waiver of all or any part of such
signed to perform research, development, or demonstria .rights in any or all fields of technology is needed to secure the
work and the invention is related to the work he was emp fﬁ’ N .participation of the particular contractor; ) .
or assigned to perform, or that it was within the scope 0 '[(3) the-extent to which the contractor’s commercial position
employment duties, whether or not it was made durnflghwor ‘may expedite utilization of the research, development, and
ing hours, or with a contribution by the Government o dtfe d: emonstration program Iresults; _
of Government facilities, equipment, materials, allocate fué‘ - [(4) the extent to which the Government has contributed to.
information proprietary to the qovernment, or services O the field of technology to be funded under the contract;
ernment employees during working hours; or t employed L[(5) the purpose and nature of the contract, including the in-

[(2) the person who made the invention was n(:i emI;l s(gatioﬁ‘~ tended use of the results developed thereunder; ,
assigned to perform research, development, ‘g’ efﬁo vt .~ [®) the extent to which the contractor has made or will
work, but the invention is nevertheless related to the d°°tn or -make substantial investment of financial resources or technolo-
or to the work or duties he was employed or as_silgne %Pb ' gy developed at the contractor’s private expense which will di-
form, and was made during working hours, ordv:lt_ ?cfgasn rectly benefit the work to be performed under the contract;
tion from the Government of the sort re;fegres n t0 nflan aif p (7).the extent to which the field of technology to be funded

title to such invention shall vest in the United States, :d to t er the contract has been developed at the contractor’s pri-
ents on such invention are .1ssued they shall b(:hl_ssxgmi r?isf ate expense;

United States, unless in particular c1r01%mﬁtalr}CQied %t'ates b0 8 (8) the extent to which the Government intends to further
tor waives all or any part of the rights of the Uni evelop to the point of commerical utilization the results of the

! . . ntract effort;
[(b) Each contract entered into by the Administration with 2 (9) the extent to which the contract objectives are con-

erned with the public health, public safety, or public welfare; -
[(10) the likely effect of the waiver on competition and
arket concentration; and ‘

-[(11) in the case of a nonprofit educational institution, the
rext}:;.?{l.’fC to vghich such institutic:ln has a technology transfer ca-
| : - cribe, the Administratd ‘pabllity and program, approved by the Administrator as being
this section alsl theazgdmgiltsg_a:ﬁz i?glllltg) I(;%Sthe United-States un . consistent with the applicable policies of this section.

may waive a (gl re% %ct to any invention or class of inventions {(e) In determining whether a waiver to the contractor or inven-
this secthI;l_Wﬁ ma ge made by any person or class of persons in -of rights to an identified invention will best serve the interests
Ezdgog;s‘g O}Cor unﬁer any contract of the Administration if he-dé e United States and the general public, the Administrator

i 1 have

i is found, or has a place of business. Such court shall have
Jg:lti'(iazc’liction to hear and dgtermine such action, and to enter.tggre-
in such orders and decrees as it _shall determine to _be r%qulr 1%
carry into effect fully ‘the provisions of_ this subsection. ‘roct:_e%s A
the district court for any judicial district in any_acpu.)n1 :iqst1 _ut .
under this subsection may be served in any other 3ud1c1af1 “}lsl ric
the United States by the United States marshal thereof. v eg}:
it appears to the court in which any such action is pen glg' the.
other parties should be brought before the court in such action, b
court may cause such other parties to be summoned from a_ny_ 31? i
cial district of the United States.]

SEcTION 9 OF THE FEDERAL NONNUCLEAR ENERGY RESEARCH AND
DEVELOPMENT AcT OF 1974

[ PATENT POLICY

i

[=)

ish’ \ Administrati -Written report
furnish promptly to the Agimu}lstljahoq a-written 1 e
igiargn; I%ull arll)d complete technical information concerning any
vention, discovery, improvement, or mtnovatlon which may be m
i urse of or under such contract. ) SE
" El(lce) %)naer such regulations in conformity with the provisions:
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shall specifically include as considerations paragraphs (4) through § 0n mandatory licensing, whi ' : .
(11) of subsection (d) as applied to the invention and— : & the purposes of this Acgt.] hich he deems advisable for carrying out
[(1) the extent to which such waiver is a reasonable and ne¢- %
essary incentive to call forth private risk capital for the devel-
opment and commercialization of the invention; and L
[(2) the extent to which the plans, intentions, and ability of -
the contractor or inventor will obtain expeditious commercial-
ization of such invention. ;«
[() Whenever title to an invention is vested in the United
States, there may be reserved to the contractor or inventor— -
[(1). a revocable or irrevocable nonexclusive, paid-up license
for the practice of the invention throughout the world; and
[ the rights to such invention in any foreign country
where the United States has elected not to secure patent rights
and the contractor elects to do so, subject to the rights set
forth in paragraphs (2), (), (6), and (7) of subsection (h): Provid:
ed, That when specifically requested by the Administration
and three years after issuance of such a patent, the contractor
shall submit the report specified in subsection (h)(1) of this s

tion. -

ADMINISTRATION TREATED AS DEFENSE AGENCY FOR PURPOSES OF
SECRECY OF INVENTIONS

Sec. 9. The Administration shall be considered o defense agency

" of the Uni
' S,;qt es Coryéed States for purposes of chapter 1 7 of title 95, United

ot SECTION 5 oF THE CONSUMER Probuct SAFETY AcT

. PRODUCT SAFETY INFORMATION AND RESEARCH
. SEC.5.(a)* * *

*
* * * * * *

[(d) Whenever the Federal contributi

’ ra, ribution for any inf. i -

ﬁfgafrtiivgg&rxgs' actnﬁtﬁfla}lt}ioxc‘lized by thisyAct (;;n;]zﬁgnt,hgi '
, 10on shall include in any cont

o}tt};:rtﬁgrarxilggﬁ?sle?; fa'izl- siugh actti_vit , provisiogs effeggaiig gg e;rrllt;,ugg

; niormation, uses, proces

> other developme_nts resulting from that actiI\)rity w?lelsi)ep?rfgggsév&;?ﬂ

* * * * * * *

[G) The Administrator shall, in granting waivers or licenses
considefr the small business status of thedapplica}?t. 1 ble el

[(k) The Administrator is authorized to take all suitable an ht which he m L o0 ve a
necessary steps to protect any invention or discovery to which thi e may have had, prior to enter ing into any arrange- .
United States holds title, and to require that contrators or persons tion, or invention.]
who acquire rights to inventions under this section protect such in -
ventions. ’

[() The Administration shall be considered a defense agency o
the United States for the purpose of chapter 17 of title 35 of th
United States Code. ’

[(m) As used in this section—
[(1) the term “person” means any individual, partnership

corporation, association, institution, or other entity;

[(2) the term “contract” means any contract, grant, agre
ment, understanding, or other arrangement, which includes re
search, development, or demonstration work, and includes an
assignment, substitution of parties, or subcontract executed or

entered into thereunder; = e
[(3) the term “made”, when used in relation to any inven uired by the Secretary of the Interior under this Act shall t
preven

tion, means the conception or first actual reduction to prac ny citizen of the United States, or corporation created under th
] ) under the

of such invention; ) ]
[(4) the term “invention” means inventions or discover.

whether patented or unpatented; and :
[(5) the term “contractor” means any person-having a
tract with or on behalf of the Administration.

[(n) Within twelve months after the date of the enactment o
this Act, the Administrator with the participation of the Attorne
General, the Secretary: of Commerce, and other officals as thi
President may designate, shall submit to the President and the ap
propriate congressional committees a report concerning the appli
cability of existing patent policies affecting the programs un
this Act, along with his recommendations for amendments or addi
tions to the statutory patent policy, including his recommendationss

SECTION 8 OF THE AcCT OF APRIL 5, 1944

Algro%g’g‘elsk;;?}?g_zinlg tl}; construction and operation of demonstration plants t
produce synthe ;c blqtul fuels from coal, oil shales, agricultural and fores%r do
uct ,1 anc er uostances, in order to aid the prosecution of the war, t e
i ; crease the oil resources of the Nation, and for other purposes » 10 conserve
uc[h et%rﬁisT;lse hS:crrr';t;rgrozg .ah_e Interior is authorized to grant, on

1der appropriate but subij i

i pria ut subject to secti
of the Federal Property and Administrative S(Jarvices Act %I}

949, licenses under patent rights acquired under this Act: Provid-

‘i:‘l??lr;% %icgggrgﬁctg- p{_ocess covered by such patent, or restrict

I : Citizen or corporation, or b i

h , e the basis of
against any such person or corporation on account of sﬁgl);

SoLip WASTE DisposaL Acr
TITLE II—SOLID WASTE DISPOSAL

* * * * *
*
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8001(c)@3),] title to any invention m i
| R ; ade or ¢ i
Subtitle H—Research, Development, Demonstration, and course of developing, construeting, or operatingpggzgt}icﬁft;nslfsﬁ?

Information ggghb@irf‘fg#tigeg tc})1 vltist irtl %)he United States and patents respecting
. -Such snall not be required t i ;
RESEARCH, DEMONSTRATIONS, TRAINING, AND OTHER ACTIVITIES States. d © be issued to the United

SEc_ 8001 (a) GENERAL AUTHORITY-—‘* * ok * * * * * * *

* * * * * * * o
(c) AurnorrTies.—(1) In carrying out subsection (a) of this sectio?

respecting solid waste research, studies, development, and demon-"
stration, except as otherwise specifically provided in section:

TITLE 35, UNITED STATES CODE

8004(d), the Administrator may make grants to or enter into con ot * * * * . .
tra&:ts (i}'lllcluding contracts for construction) with, public agencie PART 11 PATENTAB
and authorities or private persons. . o — ILITY OF INVEN ' :
(2) Contracts for research, development, or demonstrations or. T - PATENTS TIONS AND GRANT OF
both (including contracts for construction) shall be made in accor: * * . . ,
* *

ance with and subject to the limitations provided with respect to
research contracts of the military departments in title 10, United .
States Code, section 2353, except that the determination, approval,
and certification required thereby shall be made by the Adminis
trator.

[(3) Any invention made or conceived in the course of, or under,
any contract under this Act shall be subject to section 9 of the Fed
eral Nonnuclear Energy Research and Development Act of 1974
the same extent and in the same manner as inventions made o
conceived in the course of contracts under such Act, except thatin.’
applying such section, the Environmental Protection Agency shall
be substituted for the Energy Research and Development Adminis-.
tration and the words “solid waste” shall be substituted for the
word “energy”’ where appropriate.] ' !

(4) For carrying out the purpose of this Act the Administrato
may detail personnel of the Environmental Protection Agency to
agencies eligible for assistance under this section.

CHAPTER 18—PATENT RIGHTS IN INVENTI

ON;
ASSISTAEN] S MADE WITH »FEDERAL

Sec. .-

~200. Policy and objective,
) * * ‘ * * *
219, Agstgngngnt of title or rights.
213. Disposition of rights in educational awards,

* * *

United States Code.

) The term “funding agreement”

, ) means -
grant, or cooperative agrement entered i oo any oact,

{1t_o Xetgeen any feder-
; ley Authority, and
r the performaz_lce of experimental, de)\,zelopmzlg-,

r in part by the Federal

. . . * % * £

FULL-SCALE DEMONSTRATION FACILITIES
Sec. 8004. (a) AUTHORITY.—* ™ *

. . . * * * *

(¢) Cost SuArRING.—Whenever practicable, in constructing, opét
ating, or providing financial assistance under this subtitle toa fu
scale demonstration facility, the Administrator shall endeav
enter into agreements and make other arrangements for maximun
practicable cost sharing with other Federal, State, and local agen:
" cies, private persons, or any combination thereof. .

(2) The Administrator shall enter into arrangements, where
practicable and desirable, to provide monitoring of full-scale soli
waste facilities (whether or not constructed or operated under this
Act) for purposes of obtaining information concerning the perform:
ance, and other aspects, of such facilities. Where the Administrato
provides only monitoring and evaluation instruments or personne
(or both) or funds for such instruments or personnel and provid
no other financial assistance to a facility, [notwithstanding sectio

or jointly sponsored re-
€n a private entity person

and_the operator of a Government—owned, contractor-operated

facility.

(c) The term “ ’
m “contractor” means any person, small business

Irm, or nonprofit izati :
agreement. p organization that is a party to a funding

this title or any novel variet >¢ P
tectabl Y of plant which is or may be pro-
by seq.).e under the Plant Variety Protection Act (7 U.S’}j C 2%%01
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sent to the Chief Counsel for Advocacy of the Small Business Ad-
ministration,

- (2)'If the Comptroller General believes that any pattern of deter-

‘minations by a Federal agency is contrary to the policy and objec-

- tives of this chapter or that an agency’s policies or practices are

otherwise not in conformance with this chapter, the Comptroller
General shall so advise the head of the agency. The head of the
agency shall advise the Comptroller General in writing within one
hundred and twenty days of what action, if any, the agency has

taken or plans to take with respect to the matters raised. by the
_ Comptroller General. ' '

(3) At least once each year, the Comptroller General shall trans-
mit a report to the Committees on the J udiciary of the Senate and

~_being implemented by the agencies and on such other aspects of
- Government patent policies and practices with respect to federally
funded inventions as the Comptroller General believes appropriate.
() If the contractor believes that a determination is contrary to
the policies and objectives of this chapter or constitutes an abuse of
discretion by the agency, the determination shall be subject to sec-
+- tion 203(d).
(5) Whenever the Director of the Office of Management and .
udget has determined that one or more Federal agencies are utiliz-
ing the authority of section 202a)ii) in a manner that is contrary to

-~'the policies and objectives of this chapter, he may promulgate regu-

- lations under section 206 which establish policies, procedures, and
“guidelines describing classes of situations in which agencies may
. not exercise the authorities of that section.

- (¢) Each funding agreement with a small business firm or non-

‘profit organization shall contain appropriate provisions to effectu-
~ ate the following:

"~ [Q) A requirement that the contactor disclose each subject

invention to the Federal agency within a reasonable time after
it is made and that the F.

ederal Government may receive title
to any subject invention not reported to it within such time.
[(2) A requirement that the contractor make an election to
~retain title to any subject invention within a reasonable time
after disclosure and that the Federal Government may receive
title to any subject invention in which the contractor does not
elect to retain rights or fails to elect rights within such time.
[3) A requirement that a contractor electing rights file

patent applications within reasonable times and that the Fed-

eral Government may receive title to any subject inventions in
“the United State

s or other countries in which the contractor
“has not filed patent applications on the subject invention
" within such times.}

(1) A requirement that the contractor disclose each subject in-
_‘vention to the contracting Federal agency

_ i within a reasonable
time after it becomes known to contractor personnel responsible

for the administration of patent matters and that the Federal
Government may receive title to any subject invention not dis-
closed to it within such time. ‘

(%) A requirement that the contractor make a written election
within 2 years after disclosure to the Federal agency (or such
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(e) The term “subject inventioﬁ” me('ims gn&) ig::élttiiczni;f ;ﬂ: ;"e’; : 5
eived or first actually reducec e per
g?rcxfgflc?ré% wlivork under a funding agreement, }fxf;‘;Ptte tgfaﬁleltr;rrtrlzlie-
case of a sexually propagated variety of plafltt, i 1e/ r(;et Borotentio
nation (as defined in section 41(d) of the Plant Vart &3’ of contra
Act (7 US.C. 2401(d)) must also occur during the perio ’
performance.

* * * * * '

§ 202. Disposition of rights

izati i firm mayy
nprofit organization or small business ‘
wi(teginE:cxgarslgn;ble timegafter disclosure as requlrel()i_ b}; [;ﬁzzirt?gh
(e)1) of this section, elect t? rt(eit_ain tétrl:efr?eﬁ?);n sauy Js:ovide ntlon:
] That a funding a y
Pr:ovlcée(zg,wiﬁ)ezﬁegﬁg funding agreement is for' 1_;he opgratl;l)n ofhae ngn-
ermmentvmed research or productin fecility 1 () wkn Tl 2
tractor is not located in the Unite a ‘ s not hate @ B
3 3 d States or is subjec trol -
of business located in the Unite fes or | ect fo the confre.
; t, (ii) in exceptional circumstances :
g’;&[g:iﬂig %cyegllén Zréen(cy that restrictio;} or eillllrrggat::r;) r(())f;n 1; &
i in title to any subject invention wi (
g'f;eht ;ﬁc;egagg objectives of this chapter [(or i}, (L.u)tez;)nlgegofl%
dp'n agreement is related to or associated with an lr}ll i
Itcurfltl é(rzgr{szzement, memorandum of und_erstandmg, tl)_r O'tt flrto) g
n,;iniy ’with a foreign government incz(ljtdtle’z% Sgggr;oi) r"rrrlzli ﬁ L io) e
tion in science an r tary

menis gg;fi?lgertg weapons development or production, anti tlgrzihan
;nen L"sned by the agency that rights in the Government é;;?ll i
ermnexclusive license are necessary for the agency to fu :'andum i
e Tth under the international treaty, qgreement,hmemoding i
o clionst ding, or other arrangement, (iv) when the fun ng og
me etrflnacrlLudef’ the operation of a Government—oy)ned,l ccc)in dricated t
me’zed facility of the Department of Energy primarily :elated" !
e;;a t Department’s naval nuclear propulsion or weapon‘;'h' oy
brams d all funding agreement Limitations under this . bpar:
grami:' on the contractor’s right to elect title to a subjegt lnrl')amsb:
graplimoi’tled to inventions occurring under the above tz.x)oe c}{rgg o
?}:e Department of Energy, or (v) when it is deterl?ln d E};( e

; pt authority which is authorized by sta_tu_enp wxecuin
ergme?o conduct foreign intelligence or counter-inte 1g§n.n 2
giresetl;.hat the restriction or eliminatict):n gﬁ ;&% tngﬁl: ggcll.fr 1%;’ Hk
j i ion is necessary to . the C
amt}f SE bjec'ti‘ﬁgvfiré%gs of the nonprofit organization or ﬁn(lct;lsz
icesl; lﬁlreri shall be subject to the provisions of paragrap
ection and the other provisions of this chapter. h (o) of this secti

° (b)(1) Any determination under (i) of paragrap'man f thus see
hall be in writing and accorppamed by a wrlhe Statement.
?acts justifying the determination. A copy of eact ziller Cotermu
tion and justification shall be sent to the Comp rd o b oo
the United States Wit}tl;inl thtill;zyci?elso?fgge?rﬁiiZSZns applicable

i . n . .

?&ié?r?; g‘g:f&ﬁ?ﬁ r\tvith small business firms copies shall als b
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additional time as may be approved by the Federal agency)
whether the contractor will retain titl_e to a subject invention, -
except that (A) in any case where publication, on sale, or public
use has initiated the one year statutory period in which valid
patent protection can still be obtained in the United States, the
period for election may be shortened by the Federal agency to a’
date that is not more than 60 days prior to the end of the statu
tory period, and (B) the Federal Government may receive title to -
any subject invention in which the contractor does not elect to -
retain rights or fails to elect rights within such time. s
- (3) A requirement that a contractor electing rights in a sub- ;
Ject invention agrees to file a patent application prior to any-
statutory bar date that may occur under this title due to publi- -
cation, on sale, or public use, and shall thereafter file corre-.:
sponding patent applications in other countries in which it~
wishes to retain title within reasonable times, and that the Fed-
eral Government may receive title to any subject inventions in-:
the United States or other countries in which the contractor has -
not filed patent applications on the subject invention within’
such times.

(4)A) With respect to any invention in which the contracto
elects rights, the Federal agency shall have a nonexclusive,
nontransferable, irrevocable, paid-up license to practice
have practiced for or on behalf of the United States any su
ject invention throughout the world, and may, if provided in
the funding agreement, have additional rights to sublicense
any foreign government or international organization pursuant’
to any existing or future treaty or agreement. ;

(B) The right to require the contractor, inventor, or assignee
to license another person to practice a subject invention on re
sonable terms if—

(i) such licensing is necessary to permit lawful commer
cial manufacture, use or sale by a third party of a,Sfecifte g
end item of a major, multiyear research and developme
project of the Department of Energy or the National Ae
nautics and Space Administration and such subject inve
tion was made during research and development activiti
directly funded under that project; '
(ii) o similar product or process is not commercial
available as a reasonable substitute for the licensing; a
(iii) such right is specified in the contract. S
(5) The right of the Federal agency to require periodic
porting on the utilization or efforts at obtaining utilizatio
that are being made by the contractor or his licensees or
signees: Provided, That any such information [may] as.wel
as any information on utilization or efforts at obtaining utiliz
tion obtained as part of a proceeding under section 203 of th
chapter shall be treated by the Federal agency as commercial?
and financial information obtained from a person and pri
leged and confidential and not subject to disclosure under se
tion 552 of title 5 of the United States Code.
(6) An obligation on the part of the contractor, in the event.

United States patent application is filed by or on its behalf

by any assignee of the contractor, to include within the speci
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cation of such application and i
_ .ap d any patent issui
statement specifying that the Invention was msalclllen%vi?t}}ie;g?/xé}naf

ment support i
fhont o r;: ig;: and that the government has esrtain rights in

L(7) In the case of a nonprofit organization, (A) a prohibition

: (provided that such i
subject to the same provisions as the contractii?;l%g()ez i};'?)l}{ill))ﬁ

cial sale or use of the invent i

| . : ion or eight years fi > 0
z}ézng;;luswe license excepting that ti?ne beggg tr}tlazl?litt?n? d
case-by-cagzcﬁzss?;ytfaoe %E)tgm §)remarket clearance unless, on Z
» the Federal agency appro ’
sive license. If exclusive field of use )lrice%%esvgieagl:;ngt%{ie)égg:

- mercial sale or use in one field of use shall not be deemed com-

other fields of use, and a first com-

‘ (7) Ir(zAt)hZ iggz i(;-f a notnp}:'oﬁ't organization—
y ement t : ] ]
the tmuarditireme at the contractor share royalties with

. (B) a requirement thqt the balance of any royalties or

(8) The requirements of sections 203 and 204 of this chapter

; L exp .
_ tncome earned on subject inventions by the contractor operating

a Government-owned cont
ractor-operated facilit
f}c‘]&%‘l) rtoe licItD:rtcoe’i-te t(()zfz: rfhat ;lac/,;ililgs’s annuc]:l budée(tljpift'ot;zze tg;;zll
Lo ret such funds, shall be : i
tractor for scientific research, development, aﬁffid?%jggg ggr’:-
devel_opment mission ec-
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censing potential of other inventions of the facility. Any addi-
tional royalties and income shall be returned to the Treasury.
To the extent that it provides the most effective technology

transfer, the licensing of the inventions involved shall be ad- .

ministered by contractor employees on location at the facility.

* * * * * * *

(8)1) A Federal agency may at any time waive all or any part of

the rights of the United States, under sections 202, 203, and 204 of
this chapter, to any subject inventions made under a funding agree-
ment or class of funding agreements if the agency determines that
the interests of the United States and the general public will be best
served thereby.including, but not limited to, instances where—
(A) the funding agreement involves cosponsored, cost shared,
or joint venture research or development and the contractor or
other sponsor or joint venturer is required to make or has made

a substantial contribution of funds, facilities, personnel, data,

or equipment to the work performed under the funding agree-

ment, or )
(B) the conditions justifying acquisition of title by the Gov-

ernment under section 202(a) no longer exist or do not apply in

the case of the subject invention.

The agency shall maintain a record, which shall be made public -
and periodically updated, of determinations made under this para- ‘-

graph. '
(2) In making determinations under paragraph (1XA) of this sub-

section, the agency shall consider at least the following objectives:
(A) Encouraging the wide availability to the public of the
benefits of Government-sponsored research and development in
the shortest practicable time. ’ ‘
(B) Promoting the commercial utilization of inventions made
under Government funding agreements. _ ‘
(C) Encouraging prticipation by highly qualified private per-
sons in Government-sponsored research and development pro-
rams.
& (D) Fostering competition and preventing the creation or
maintenance of situations inconsistent with the antitrust laws.

§ 203. March-in rights

With respect to any subject invention in which a small business
firm or nonprofit organization has acquired title under this chap-
ter, the Federal agency under whose funding agreement the subject
invention was made shall have the right, in accordance with such
procedures as are provided in regulations promulgated hereunder
to require the contractor, an assignee or exclusive licensee of a sub-
ject invention to grant a nonexclusive, partially exclusive, or exclu-
sive license in any field of use to a responsible applicant or app
cants, upon terms that are reasonable under the circumstances,

and if the contractor, assignee, or exclusive licensee refuses such

request, to grant such a license itself, if the Federal agency deter:
mines that such—

(a) action is necessary because the contractor or assignee has
not taken, or is not expected to take within a reasonable time;
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- effective steps to achieve practical applicati ject i
P .a . 0 c t -
ve(rll)t)lon in such field of use; ppiication of the subject in
(b) action is necessary to alleviate health or safet d
-~ which are not reasonably satisfied rctor, susignos,
ox}t?eir Tt re: y sfied by the contractor, assignee,

, ¢) action is necessary to meet requirements fo i
; ) r public use
o specified by Federal regulations and such requiremenr;;s are not
reasonably satisfied by the contractor, assignee, or licensees: or
- (d) action is necessary because the agreement reQuired’by
section 204 has not .been. obtained or waived or because a .-
: gieox;ls?g g}fl‘ tlrlje %xcjjltéstlvg right to use or sell any subject inven-
e Unite ates isin b i i

e ! n breach of its agreement obtained

- A determination pursuant to this section or section 202(b)(1) shall

not be subject to the Contract Disputes Act (41 U.S.C. 601 et seq.).

- An administrative appeals procedure .
' ' shall be est, -
)” tzogsBprgmulgated i 5 ablished by regula
. ana budget in accordance with section 206 An ]

‘ C 2 : . Yy contractor, inven-
- lor, assignee, or execlusive licensee adversely affected by a detZr:z,ll'-
.-nation under this section may, at any time within sixty days dfter

irector of the Office and Management

the determination is issued file an aq
1 7 A ppeal under the appeals proce-
dure established pursuant to the preceding sentence or ffl]; a pelt)ition

cin‘the United States Claims Court which urisdicti
_ A shall have jurisdiction t.
determine the matter de novo and to affirm, reversej or modi’fy a.z

appropriate, the determination of the Federal
ropri agency. In cases de-
scribed in paragraphs (@) and (c), the agency’s detergzinatione:ha?l

“be held in abeyance pending the exhauston of appeals or petitions

filed under the preceding sentence.

* * * * * " *

[8206. Uniform clauses and regulations .
. [The Office of Federal Procurement Policy, after receiving rec-

‘ommendations of the Office of Science and Technology Policy, may

iqsuq regulations which may be made applicable to Federal agen-

£ cles implementing the provisions of sections 202 through 204 of this

thapter and the Office of Federal Procurement Policy shall estab-
‘ d funding agreement provisions required under this

“2"0'6‘. Uniform clauses and regulations

The Secretary of Commerce may initi ]

y initiate the regulations and -
s ns thereto and standard funding agreement provisions, requ:";"le]ii
implement sections 202 through 294, to be promulgated by the Di-
rector of the Office of Management and Budget after full consider-
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) L(A) because the Celnter gr lifengee has not takeﬁl. and is not
.. ill encourage the domestic commer- - expected to take timely and effective action to achieve practi-
Sl'wlh temf’ss%f tfe%';z(rizt)tllgg; ® - cal aﬁphcatlon of the invention; :
clat use o , , rd . [Bto meet health, safety, environmental, or national secu-
- 8213. Disposition of rights in educational awards funds _ . Tity needs which are not reasonably satisfied by the contractor _
] p, training grant, or other funding agree- " or licensee; or . . ‘ . '

N SChgla?h;pfiﬁigﬁszgnc;-primgaéglyr to an awardee for educa-"‘ ' . L) because the granting of exclusive rights in the inven-
n;entlma Sose. will contain any provision giving the Federal agency . = -tion has tended substantially to lessen competition or to result
tzona'glzérpt()sqs ntions made by the awardee. . ~in undue market concentration in the United States in any
any rights to inve ’ . . - _ line of commerce to which the technology relates. ,

. * * * - * o [(3) Any individual, partnership, corporation, association, institu-

tion, or other entity adversely affected by a support agency deter-
mination made under paragraph (2) of this subsection may, at any

STEVENSON-WYDLER TECHNOLOGY INNOVATION AcT OF 1980 time within 60 days after the determination is issued, file a peti-

. . . " ‘Hon to the United States Court of Claims which shall have Jjurisdic-
* * * tion to determine that matter de novo and to affirm, reserve, or
SEC. 6. CENTERS FOR INDUSTRIAL TECHNOLOGY. . modify as appropriate, the determination of the supporting
(a) ESTABLISHMENT.—* * * agency. ]
* *

* x * * * * *
* * * * *

.—(1) To prome#
ESEARCH AND DEVELOPMENT UTILIZATION
teclil(gzll;gical. innovation and cor}rlxme;';:llahz%ggno%f ;:qs‘t:.;x;cr:l}; ?c?t(lle -
fforts, each Center has the op . e $0-
;‘;};gg\?gtﬁm conceived or made undet the auspllcgls c:if .the Center
that was supported at least in part b?r Federal funds:
That—[(A) the Center reports the invention ‘to the ~suppp(})lr§.
agency together with a list of .eajc_h country in v:.hlc“ e
Center elects to file a patgnt apph.caglort ?;Iﬁ ;l;? r;x;vggl c;fsré,losuﬂ'
id option shall be exercised at : St
of gr(lgzerft?it)n 01; within such time ther;aafter as may be prOﬁd
i cooperative agreement; L .
" El(lg)%;ﬁna)gter Ii)ntends to promote the commex:c1al_1za3;10n of
the invention -and file a United States patent appllcgtlon,m
[(D) royalities be used for compensation of the' inven
for educational or research activities -of the Centeﬁ, oot
[(E) the Center make perjodic reports to tf e SutI?pﬁ cl;;%‘
agency, and the supporting agency may treat in (t)'mll? l:hnicai
tained in such reports as privileged and confiden 1&11) ' et' PIces:
commercial, and financial information .and .no.t sud jec
closures under the Freedom of Information Act; an the roral
[ any Federal department or agency shall haVﬁ 1f»etheyin-
ty-free right to practice, i)r have practiced on its behalf;
jon for governmental purposes. o s
The :?:;t;;g?tigg gagency shall have .tht,e right ﬁ;ca}lxc%}l:g% ;g%:rﬁglggg‘
invention in any country in w. th _ ;
gztétr:lot fgﬁe aa:\nvplallltent application or fails to file within a reasonable
bt ined ‘ti invention under
a Center has retained title to an inv '
péll':fftzg)r:g}}:e(xi(; of this subsection th.%f si;ppor;ngo aggrzrlllctyas};ggeggﬁ
1 uire the Center or its licens . E, .
1s;}il\:aer1ge}:rttit«moll;egxclusive, or exclusive license to a responmblehapp_h. : . o . i
cant gr applicants, upon terms that are reasonable under the }():ir tion without regard to the provisions of section 3709, Revised
cumstances, if the supporting agency determines, after pu E
notice and opportunity for hearing, that such action is necessary

SECTION 10 OF THE AcT OF JUNE 29, 1935

AN_ ACT To provide for further research into basic laws and principles relating to
agriculture and to improve and facilitate the marketing and distribution of agri-

cultural products

Sec. 10. (a) In order to carry out further research on utilization
-and associated problems in connection with the development and
application of present, new, and extended uses of agricultural com-
modities and products thereof authorized by section 1 of this title,
nd to disseminate information relative thereto, and in addition to

1 other appropriations authorized by this title, there is hereby au-
orized to be appropriated the following sums:

(1) $3,000,000 for the fiscal year ending June 30, 1947, and
- each subsequent fiscal year. :

(2) An additional $3,000,000 for the fiscal year ending June
30, 1948, and each subsequent fiscal year.

- (3) An additional $3,000,000 for the fiscal year ending June
30, 1949, and each subsequent fiscal year.

(4) An additional $3,000,000 for the fiscal year ending June
30, 1950, and each subsequent fiscal year. '

(5) An additional $3,000,000 for the fiscal year ending June
30, 1951, and each subsequent fiscal year.

(6) In addition to the foregoing, such additional funds begin-
ning with the fiscal year ending June 30, 1952, and thereafter,
as the Congress may deem necessary.

The Secretary of Agriculture, in accordance with such regula-
tions as he deemis necessary, and when in his judgment the work to
be Ferformed will be carried out more effectively, more rapidly, or
8t less cost than if performed by the Department of Agriculture,

.

.ay enter into contracts with such public or private organizations
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progress or other payments without regard to the provisions of sec-: SecTioN 306 o

tion 3648, Revised Statutes. Contracts hereunder may be made for . THE SURPACE MINING ConTror AND RECLAMATION
work to continue not more than four years from the date of any:
such contract. Notwithstanding the provisions of section 5 of the
Act of June 20, 1874, as amended (81 U.S.C. 713), any unexpended-
balances of appropriations properly obligated by contracting wit
an organization as provided in this subsection may remain upo S e ) 1or
the books of the Treasury for not more than five fiscal years befor g ot concerned with mining and
being carried to the surplus fund and covered into the Treasury.:
Research authorized under this subsection shall be conducted so far*
-as practicable at laboratories of the Department of Agriculture:
Projects' conducted under contract with public and private agencie!
shall be supplemental to and coordinated with research of these
laboratories. [Any contracts made pursuant to this authority shall’

o nstitutio d indivi
ire that the programs authorized in thisniitalgdv;ﬁih:ll&l;)&llés

: Ml e natlo Ini

contain requirements making the results of research and investiga-~ ¢ avai : clvl retg
tions available to the public through dedication, assignment to th =k allablgl ;gfl(:;imatlém and reports on pgiesc};: Hc;nnf‘ litétggner-
Government, or such other means as the Secretary -“shall 0 any direct publicglg:)nero;h-e fprov1s1.ons of this title, inp adﬁiﬁéﬁ

Ives. nformation by the institytes them-

determine.]

SecTION 427 OoF THE FEDERAL MINE SAFETY AND HEALTH ACT O & mi 1 ny author try
o | aral ekoures sesarch Sonuci iy om0 ing

Sec. 427. (a) The Secretary of Health, Education, and Welfare i existing authorities o’rorz sa;o ;:ﬁ)‘??.ll.ng, superseding, or dim)irnishing
authorized to enter into contracts with, and make grants to, publi Jovernment to plan and concluct1 lg)ist of %I}y agency of the Federa]
’ Tact 1or, or assist in research

and private agencies and organizations and individuals for the ¢
struction, purchase, and operation of fixed-site and mobile clinical
facilities for the analysis, examination, and treatment of respirate:
ry and pulmonary impairments in active and inactive coal miners
The Secretary shall coordinate the making of such contracts an
grants with the Appalachian Regional Commission.

(b) The Secretary of Health, Education, and Welfare shall initiat
research within the National Institute of Occupational Safety an
Health, and is authorized to make research grants to public an
private agencies and organizations and individuals for the purpos
of devising simple and effective tests to measure, detect, and trea
respiratory and pulmonary impairments in active and inactive coal |
miners. [Any grant made pursuant to this subsection shall be con
ditioned upon all information, uses, products, processes, patents
and other developments resulting from such research being avait
able to the general public, except to the extent of such exception
and limitations as the Secretary of Health, Education, and Welfar
may deem necessary in the public interest.] ,

(c) There is hereby authorized to be appropriated for the purpose
of subsection (a) of this section $10,000,000 for each fiscal yea
There are hereby authorized to be appropriated for the purposesa
subsection (b) of this section such sums as are necessary. :

rn with mining and mineral

( ) ‘
>

- -educational institutio
) N, or nonprofit izati
oAt Proiit organizat.
Statuteso‘l(lii‘tlr%ggrg t502 guzv l17::1~ovx_51on£ of sectiori0§6§131agfbt(ah:nlg:\l;fsfﬁi-
‘ ( en, in the jud,
the Interior, advance Payments of ini't]ialgg:;gfls%f g‘l: S:cc;sest:g: g f
]

n

: l : 1 i . 1 l . . !
i - I A . “‘, I I I .

ut under this Act by an insti
nder Institute financed b i
Adrnd ﬁﬂl lglseta}sl,epr?ducts, processes, patents),,_ agrfgr(l)ttsh;nger fhls
e Tt Seug the relrom, with such exception or limitatq on, o
o o ty gllay find necessary in the public jnt ot by
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SgcTION 21 OF THE FEDERAL FirE PREVENTION AND CONTROL Act oF -

1974

ADMINISTRATIVE PROVISIONS

Skc. 21. (a) ASSISTANCE.—"* * *

* * * * * * *

[(d) INVENTIONS AND Discoveries.—All propérty rights with re-

spect to inventions and discoveries, which are made in the course

of or under contract with any government agency pursuant to this
Act, shall be subject to the basic policies set forth in the Presi-

dent’s Statement of Government Patent Policy issued August 28,
1971, or such revisions of that statement of policy as may subse-.;
quently be promulgated and published in the Federal Register.]. .~

* * * * L] * *

SECTION 6 OF THE SOLAR PuoTOovOLTAIC ENERGY RESEARCH, i

DEVELOPMENT, AND DEMONSTRATION Act oF 1978

Skc. 6. (a) The Secretary is authorized to select on the basis of":f

open competitions—

(1) a number of readily available photovoltaic components

and systems;

(2) a number of design concepts for various types of app_lica-
tions which demonstrate adaptability to the utilization of pho- .

tovoltaic components and systems; and

(3) a number of designs for applications selected under pam.f‘%
graph (2), so that each design includes specific provisions for:
the utilization of solar photovoltaic components and systems

selected under paragraph @.

(b) The Secretary, in accordance with the applicable provisions of
sections 7, 8, and 9 of the Federal Nonnuclear Energy Research -
and Development Act of 1974 (42 U.S.C. 5901 et seq.) as amended
and with such program guidelines as the Secretary may establish,

shall—

teria;

aumber of photovoltaic components and systems; and

(3) enter into contracts with a riumber of persons or firms for:
the procurement of photovoltaic components and systems, in-
cluding adequate numbers of spare and replacement parts for:

such systems.

* * * * * * *

(1) enter into such contracts and grants as may be necessary
or appropriate for the development for commercial production
and utilization of photovoltaic components and systems, includ- .
ing any further planning and design which may be required to
conform with the specifications set forth in any applicable cri-*

(2) select, as being compatible with the design conceptV's"';?
chosen under subsection (a)2) of this section, a re’asonable_;ii
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SecrioN 12 OF THE CR;TICAL AGRICULTURAL MATERIALS ACT

[Skec. 12. Relative to the definitions i i
) ‘ ‘ of, title to, and i
inventions made or conceived in the course of or undii‘czlzls)lrngogf

tract or grant pursuant to this Act, and i i
| ;0 th . notwithstandin
provisions of law, the provisions of sections 9 and 10 of %hingegz};zli

Nonnuclear Energy Research
U.S.C. 5908-9) shall govern.] and Development Act of 1974 (42

SectioN 109 oF THE WATER RESOURCES RESEARCH ACT OF 1984

. [Sec. 109. Notwithstandin isi
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g ;:g?& :h(‘iz)llallale(al g&g\)r)eg:&d 1!)3' tfl_l(;:hpr%vi(a-'iionsl of sections Q?e);cep?: Sl‘:ﬁ-
( of the Federal Nonnucl -
- -search, and Development Act of 1974 (Public I:lal:s 331;51’57:?;3 lé%yétfz&

1887,:1891; 42 U.S.C. 5908-5909) with respect to patent policy and
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cexve%i in dthe course of work performed, or under any c?or?t;);czogr
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ADDITIONAL VIEWS OF HON. HERBERT H. BATEMAN .

I strongly believe that this Committee should have deleted the
authority, contained in Section 301(c)(6) of this Bill, that permits.
the retention by Government-owned, Contractor—operated (GOCO}-
facilities of a percentage of the royaltles earned on .an invention
This provision usurps the Congressional budgetary process and wil
create budgetary uncertainties for these facilities.

Section 301(c)(6) permits a GOCO to retain the balance of any
royalties or income earned on an invention, after payment of pat-
enting costs, licensing costs, and other'expenses, up to 5 percent o
a GOCO’s annual budget. This ability to retain royalties earned-on
an invention is not mandatory, but rather a decision to be made by
the facility. The royalties may be used by a GOCO for scientific
search, development and education consistent with ‘the research
and development mission and objectives of the facility. Any royal
ties earned that exceed the 5 percent ceiling are to be returned §
the general Treasury.

The retention of royalties by a GOCO will permit the Laboratory
to override any programmatic reductions imposed by Congress.
Congress must, through its budgetary process, be ultimately re
sponsible and accountable to the taxpayers for the research fund-
ing priorities of this nation. If a Laboratory Director is able o
override these Congressional determinations, regardless of the
merits involved, this accountability will be lost. If a “slush fund” i§

needed by these facilities, it is the responsibility of the Congress
authorize and appropriate the necessary funds, thereby retaini
accountability for its expenditure in the Congress where it belongs:

It is an anomaly that the Committee approved version includel
changes that made it discretionary with the GOCO’s whether th
retained royalties or not. This was because some government la
fear retention of royalty income will lead to Congress reducmg
appropriation they would otherwise receive.

Congress should not forgo its authority and duty to dete
priorities and spending levels of federal agencies.

HerBerRT H. BATEMA
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